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IN THE 


United States Court of Appeals 

for the District of Columbia 


No. 8600 


THORNE, NEALE & CO., INCORPORATED, 

A CORPORATION, Appellant, 

v. 

OONWAY P. COE, COMMISSIONER OF PATENTS, 

Appellee, 

AND 

WILLIAM ROY CARNEY, Appellee . 


Appeal from the District Court of the United States for the 

District of Columbia. 


JURISDICTIONAL STATEMENT. 

The jurisdiction of the District Court of the United 
States for the District of Columbia was invoked pursuant 
to the following provisions: 

United States Code, Title 35, ch. 2, Sec. 63, R. S. 4915,16 
Stat. 205, as amended. 
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United States Code, Title 35, Sec. 72a, June 25, 1936, ch. 
804, 49 Stat. 1921. 

Trade-Mark Act of February 20, 1905, 33 Stat. 727, ch. 
592, as amended. 

District of Columbia Code, 1940 Ed., Title 11, Sec. 307. 

Federal Rules of Civil Procedure, Rule 12(b), Rule 
12(g), Rule 19(b) and Rule 21. 

The complaint. 

The jurisdiction of this Court is invoked under the pro¬ 
visions of United States Code, Title 28, Sec. 225. 

STATEMENT OF CASE. 

On July 8, 1940, Thorne, Xeale & Co., Incorporated, Ap¬ 
pellant, hereinafter referred to as Thorne-Xeale for the 
purpose of clarity, filed an application in the United States 
Patent Office for registration of the trade-mark BLUE 
RIBBON for use on coal, said application being designated 
as serial Xo. 433,768. The Trade-Mark Examiner cited 
trade-mark registration Xo. 174,444, a registration granted 
to the Harrisburg Coal Mining Company, hereinafter re¬ 
ferred to as Harrisburg Company, as a bar to the granting 
of Thorne-Xeale’s application for registration. (Appel¬ 
lant's App. 3.) 

Thorne-Xeale made a prima facie showing of abandon¬ 
ment by the Harrisburg Company, a then bankrupt corpora¬ 
tion, and obtained consent from the alleged successor to 
Harrisburg Company, the Carney Coal Company. The 
Trade-Mark Examiner then passed Thorne-Xeale’s appli¬ 
cation to publication in the United States Patent Office 
Official Gazette of October 8,1940. (Appellant’s App. 3, 4.) 

On October 17,1940, an alleged assignment of trade-mark 
registration Xo. 174,444 from the Trustee in Bankruptcy 
of the Harrisburg Company was recorded in the Patent 
Office by the Carney Coal Company, alleged successor of the 
Harrisburg Company. (Appellant’s App. 4.) 

On Xovember 13,1940, the Patent Office advised Thorne- 
Xeale that the filing of an assignment by the Carney Coal 
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Company negatived Thorne-Xeale’s prima facie showing 
of abandonment by Harrisburg Company. (Appellant’s 
App. 4.) 

On January 13, 1941, an alleged assignment of trade¬ 
mark registration No. 174,444 was recorded in the Patent 
Office from the Carney Coal Company to William Kov Car¬ 
ney, hereinafter referred to as Carney. (Appellant’s App. 

4-)' 

On February 27, 1941, the Patent Office declared an in¬ 
terference to exist between the registered trade-mark Xo. 
174,444 granted to the Harrisburg Company and Thorne- 
Xeale’s application for registration wherein the Examiner 
of Interferences stated: 

“The assignment records of this Office show that the 
registration of Harrisburg Coal Mining Company in¬ 
volved herein, is assigned to William R. Carney, Chi¬ 
cago, Ill. This assignee is therefore recognized in this 
proceeding as having the prima facie right to exclu¬ 
sively defend the registration of said Harrisburg Coal 
Mining Company.’’ (Appellant’s App. 4.) 

Within the time allowed by the Patent Office Thorne- 
Xeale introduced testimony and evidence in support of its 
application, while the alleged assignee Carney completely 
failed to offer any testimony or evidence whatsoever. (Ap¬ 
pellant’s App. 4.) 

On the 19th day of December, 1941, the Examiner of In¬ 
terferences rendered a decision granting Thorne-Xeale the 
right to registration of its trade-mark as set forth in the 
application, and finding that Thorne-Xeale had proved the 
adoption and use of its trade-mark long prior to Harris¬ 
burg Company’s registration filing date. (Appellant’s 
App. 5.) 

Thereafter the Examiner of Interferences extended the 
limit of time for appeal by Carney after said time had ex¬ 
pired, without notice to Thorne-Xeale, and without requiring 
Carney to comply with the Patent Office rules of practice and 
procedure. Thorne-Xeale filed a motion to vacate and revoke 
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the order extending said time, and upon said motion being 
denied Thorne-Xeale filed an appeal to the United States 
Commissioner of Patents, hereinafter referred to as the 
Commissioner. On appeal, in his decision of November 
25, 1942 (1(56 Ms. Dec. 42, 55 U. S. P. Q. 419), the First As¬ 
sistant Commissioner held that Thorne-Xeale’s appeal from 
the decision of the Examiner of Interferences denying the 
Motion tb Vacate and revoke the order extending the time 
for appeal was not appealable subject-matter. (Appellant’s 
App. 5, 6.) 

Carney filed an appeal to the Commissioner from the de¬ 
cision of the Examiner of Interferences awarding Thorne- 
Xeale the right to registration of its trade-mark. In his 
decision of November 25, 1942. (166 Ms. Dec. 42, 55 U. S. P. Q. 
419), the First Assistant Commissioner reversed the deci¬ 
sion of the Examiner of Interferences and denied Thorne- 
Xeale the right to registration. (Appellant’s App. 6.) 

No appeal has been taken to the United States Court 
of Custdms and Patent Appeals, and Thorne-Xeale filed a 
complaint in the District Court of the United States for 
the District of Columbia, Civil Action No. 19,740, under 
the provisions of Revised Statutes, Section 4915. Conway 
P. Coe, Commissioner of Patents, and William Roy Carney 
were named in the complaint as parties defendant. 

The defendant Carney filed a motion to dismiss the com¬ 
plaint. The defendant Coe, Commissioner, did not file any 
pleading or enter his appearance in the court below, nor 
had his ; time expired for answering said complaint when 
the complaint was dismissed. (Appellant’s App. 11, 12.) 

Carney’s motion to dismiss was argued before the 
Court, and on June 25, 1943, Mr. Chief Justice Eicher ren¬ 
dered an opinion holding that the complaint should be dis¬ 
missed, and on July 2, 1943, an order was entered by the 
Court dismissing the complaint as to the defendant Carney 
as well as the defendant Coe, Commissioner of Patents. 
(Appellant’s App. 14, 15, 16, 17, 19.) 

Thorne-Xeale appealed to this Court from the Order of 
the District Court entered July 2, 1943, wherein its com¬ 
plaint was dismissed. 
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STATUTES, REGULATIONS AND RULES. 

United States Code, Title 35, Ch. 2, Sec. 63, R. S. 4915. 

“Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the Board of Ap¬ 
peals to the United States Court of Customs and Patent 
Appeals, and such appeal is pending or has been de¬ 
cided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal; and the court hav¬ 
ing cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that such 
applicant is entitled, according to law, to receive a pat¬ 
ent for his invention, as specified in his claim, or for 
any part thereof as the facts in the case may appear. 
And such adjudication, if it be in favor of the right 
of the applicant, shall authorize the Commissioner to 
issue such patent on the applicant filing in the Patent 
Office a copy of the adjudication and otherwise comply¬ 
ing with the requirements of law. In all cases where 
there is no opposing party a copy of the bill shall be 
served on the Commissioner; and all of the expenses 
of the proceedings shall be paid by the applicant, 
whether the final decision is in his favor or not. In all 
suits brought hereunder where there are adverse par¬ 
ties the record in the Patent Office shall be admitted 
in whole or in part, on motion of either party, subject 
to such terms and conditions as to costs, expenses, and 
the further cross-examination of the witnesses as the 
court may impose, without prejudice, however to the 
right of the parties to take further testimony. The tes¬ 
timony, and exhibits, or parts thereof of the record in 
the Patent Office when admitted shall have the same 
force and effect as if originally taken and produced in 
the suit. (As amended March 2, 1927 c. 273 Sec. 11; 

44 Stat. 1336—March 2.1929. c. 488—Sec. 2(h), 45 Stat. i 
1476.) 


United States Code, 1940 Edition, Title 35, ch. 2, Sec. 72a: 

Jurisdiction of District Court of the United States 
for the District of Columbia where adverse parties re- 
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side in plurality of districts or foreign countries; ser¬ 
vice of writs. 

Upon the filing of a bill in the district court of the 
United States for the District of Columbia wherein 
remedy is sought under section 63 or section 66 of this 
title, without seeking other remedy, if it shall appear 
that there is an adverse party residing in a foreign 
country, or adverse parties residing in a plurality of 
districts not embraced within the same state, the court 
shall have jurisdiction thereof and writs shall, unless 
the adverse party or parties voluntarily make appear¬ 
ance, be issued against all of the adverse parties with 
the force and effect and in the manner set forth in sec¬ 
tion 113 of Title 28: provided that writs issued against 
parties residing in foreign countries pursuant to this 
section may be served by publication or otherwise as 
the court shall direct. (Mar. 3, 1927, cli. 364, 44 Stat. 
1394: June 25, 1936, ch. 804, 49 Stat. 1921.) 

District of Columbia Code, 1940 Edition, Title 11, Sec. 

307 (18:45). Jurisdiction—Copyright and patent laws; 

Service of writs: 

The District Court of the United States for the Dis¬ 
trict of Columbia has jurisdiction of actions, suits, con¬ 
troversies, and cases, as well in equity as at law, aris¬ 
ing under the copyright and patent laws, and for dam¬ 
ages for the infringement of any patent, by action on 
the case, in accordance with the provisions of sections 
67, 69 and 70 of title 35 of the Code of Laws of the 
United States. Upon the filing of a bill in the District 
Court of the United States for the District of Columbia 
wherein remedy is sought under section 63 or 66 of title 
35, of the Code of Laws of the United States without 
seeking other remedy, if it shall appear that there is an 
adverse party residing in a foreign country, or adverse 
parties residing in a plurality of districts not embraced 
within the same state, the court shall have jurisdiction 
thereof and writs shall, unless the adverse party or 
parties voluntarily make appearance, be issued against 
all of the adverse parties with the force and effect and 
in the manner set forth in this section and section 113 
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of title 28, provided that writs issued against parties 
residing in foreign countries pursuant to this section 
may be served by publication or otherwise as the court 
shall direct. (R. S., D. C., Sec. 764; Mar. 4, 1909, 35 
Stat. 1084, ch. 320, Sec. 34; Mar. 3, 1927, 44 Stat. 1394, 
c-h. 364.) 

Federal Rules of Civil Procedure: 

Rule 12(b) How Presented. Every defense, in law 
or fact, to a claim for relief in any pleading, whether 
a claim, counterclaim, cross-claim, or third-party claim, 
shall be asserted in the responsive pleading thereto if 
one is required, except that the following defenses may 
at the option of the pleader be made by motion: (1) 
lack of jurisdiction over the subject matter, (2) lack of 
jurisdiction over the person, (3) improper venue, (4) 
insufficiency of process, (5) insufficiency of service of 
process, (6) failure to state a claim upon which relief 
can be granted. A motion making any of these de¬ 
fenses shall be made before pleading if a further plead¬ 
ing is permitted. No defense or objection is waived by 
being joined with one or more other defenses or objec¬ 
tions in a responsive pleading or motion. If a plead¬ 
ing sets forth a claim for relief to which the adverse 
party is not required to serve a responsive pleading, 
he may assert at the trial any defense in law or fact to 
that claim for relief. 

Rule 12 (g) Consolidation of Motions. A party who 
makes a motion under this rule may join with it the 
other motions herein provided for and then available 
to him. If a party makes a motion under this rule and 
does not include therein all defenses and objections 
then available to him which this rule permits to be 
raised by motion, he shall not thereafter make a motion 
based on any of the defenses or objections so omitted, 
except that prior to making any other motions under 
this rule he may make a motion in which are joined 
all the defenses numbered (1) to (5) in subdivision (b) 
of this rule which he cares to assert. 

Rule 19 (b). Effect of Failure to Join. When per¬ 
sons who are not indispensable, but who ought to be 
parties if complete relief is to be accorded between 



thoste already parties, have not been made parties and 
are subject to the jurisdiction of the court as to both 
service of process and venue and can be made parties 
without depriving the court of jurisdiction of the par¬ 
ties before it, the court shall order them summoned to 
appear in the action. The court in its discretion may 
proceed in the action without making such persons 
parties, if its jurisdiction over them as to either ser¬ 
vice of process or venue can be acquired only by their 
consent or voluntary appearance or if, though they 
are subject to its jurisdiction, their joinder would de¬ 
prive the court of jurisdiction of the parties before it; 
but the judgment rendered therein does not affect the 
rights or liabilities of absent persons. 

Rule 21. Misjoinder and Xon-Joinder of Parties. 
Misjoinder of parties is not ground for dismissal of an 
action. Parties may be dropped or added by order 
of the court on motion of any party or of its own initia¬ 
tive at any stage of the action and on sucli terms as are 
just. Any claim against a party may be severed and 
proceeded with separately. 

United States Code, 1940 Edition. Title 28, Sec. 225. 

(Judicial Code, section 12S.) Appellate jurisdiction 
— (a) Review of final decisions. 

“The circuit courts of appeal shall have appellate 
jurisdiction to review by appeal final decisions— 

First. In the district courts, in all cases save where 
a direct review of the decision may be had in the Su¬ 
preme Court under section 345 of this title.” * * * 
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STATEMENT OF POINTS. 

The Court erred: 

1. In dismissing the complaint against the defendant, 
William Hoy Carney. (Appellant’s App. 19.) 

2. In dismissing the complaint against the defendant, 
Conway P. Coe, Commissioner of Patents. (Appellant’s 
App. 19.) 

3. In holding that William Hoy Carney was an indispen¬ 
sable party to the proceeding against the defendant, Con¬ 
way P. Coe, Commissioner of Patents, to require said Com¬ 
missioner to register appellant’s trade-mark. 

4. In not finding that the plaintiff had a right to proceed 
against the defendant Conway P. Coe, Commissioner of 
Patents, without the presence of William Roy Carney as a 
party defendant, by virtue of United States Code, Title 35, 
Section 63. H. S. 4915. (Appellant’s App. 19.) 

5. In failing to consider as true, for the purposes of the 
motion to dismiss, the allegations set forth in the complaint, 
resulting in the denial to appellant of the right to proceed 
against the Commissioner of Patents as sole defendant. 

6. In finding that, in the absence of the defendant Wil¬ 
liam Rov Carnev, the Commissioner of Patents was not 
an adverse party within the meaning of Title 35, United 
States Code, Section 72a, such as to entitle plaintiff to bring 
the action in the District Court of the United States for the 
District of Columbia. (Appellant’s App. 19.) 

7. In failing to hold that William Rov Carnev entered a 
general appearance and voluntarily submitted jurisdiction 
over his person to the Court. (Appellant’s App. 19.) 

8. In dismissing the complaint as to the defendant Con¬ 
way P. Coe, Commissioner of Patents, prior to the expira¬ 
tion of the time given by the rules within which the said 
defendant, Commissioner, was required to answer the com¬ 
plaint, and without the filing of an appearance by the said 
defendant, Commissioner, or the filing of a motion request¬ 
ing that the complaint be dismissed. 
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SUMMARY OF ARGUMENT.. 

The principal relief sought in the court below is a decree 
authorizing and directing the United States Commissioner 
of Patents to register the trade-mark of Thome, Xeale & 
Co., Incorporated. In such a proceeding the only indispen¬ 
sable party is the Commissioner of Patents. 

The appellee, William Roy Carney, was named a party 
defendant for the sole reason that in the Patent Office 
trade-mark interference proceeding he was given the prima 
facie right to appear and defend the registration of the 
bankrupt Harrisburg Coal Mining Company. This prima 
facie right to defend was abandoned by Carney’s failure 
to introduce any testimony or evidence of ownership. Con¬ 
sequently. through abandonment of this prima facie right 
he ceased to he a necessary or proper party to that pro¬ 
ceeding, hnd, therefore, not a necessary or indispensable 
party to the R. S. 4915 proceeding. 

The court below dismissed the complaint against the de¬ 
fendant Carney for the reason that he was a resident of 
Chicago. Illinois, and was not personally served with proc¬ 
ess within the District of Columbia. This was error by 
reason of the fact that Carney entered a general appear¬ 
ance in that he not only contested the jurisdiction of the 
court ovef his person, but moved to dismiss the complaint 
on the ground that it failed to state a claim against the 
Commissioner upon which relief could be granted. The 
motion 1 6 dismiss filed by Carney went to the merits of 
the complaint, and he therefore waived his defense of lack 
of jurisdiction over his person and entered a general ap¬ 
pearance. 

The court below erred in dismissing the complaint as to 
the defendant, Commissioner of Patents, for the reason that 
he had not filed an answer to the complaint and the time for 
answer thereto had not expired, nor had the Commissioner 
filed a motion to dismiss or entered his appearance in the 
case; and in considering the motion to dismiss, the court 
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failed to concede all allegations of facts in the complaint 
as true. 

The court erred in holding that the defendant, William 
Roy Carney, was an indispensable party to this proceed¬ 
ing, for the reason that the principal relief sought was a 
decree authorizing and directing the Commissioner of Pat¬ 
ents to register Thorne-Xeale’s trade-mark. The Com¬ 
missioner of Patents is the defender of the public interest 
in such matters as determining the registerability of a 
trade-mark, and he alone is the indispensable party to such 
a proceeding under Section 4915, when he has denied 
registration in a trade-mark interference case such as the 
case at bar. 

The court erred in holding that the Commissioner of Pat¬ 
ents was not an adverse party within the meaning of Sec¬ 
tion 72a, Title 35, United States Code, in that Congress 
charged the Commissioner with the duty of protecting the 
public interest in determining registerability of trade¬ 
marks and when he has made this determination denying 
application for registration presumably in the public in¬ 
terest he is an adverse party in any further proceedings 
under Section 4915 as the proceeding is a de novo action 
as well as a part of the proceeding in the Patent Office for 
registration. 


ARGUMENT. 

The principal relief sought by Thorne-Xeale in its com¬ 
plaint filed in the court below is a decree authorizing and 
directing the United States Commissioner of Patents to 
register the trade-mark for which the application was filed. 
(Appellant’s App. 10(12), 11(13).) 

The Trade-Mark Act of February 20, 1905, in Section 9, 
provides that an appeal will lie from the decision of the 
Commissioner of Patents by a dissatisfied applicant for 
registration of a trade-mark and a dissatisfied party to a 
trade-mark interference. In construing Section 9 of the 
Trade-Mark Act, the Supreme Court of the United States, 



ill the case of U. S. ex rel. The Baldwin Company v. Rob¬ 
ertson ai Commissioner of Patents, and R. S. Howard Com¬ 
pany. 265 IT. S. 168, 68 L. Ed. 962, held that a defeated 
applicant has a right to proceed against the Commissioner 
of Patents. In this connection the court stated: 

“We have held that the assimilation of the practice 
in respect of the registration of trade-marks to that 
in securing patents, as enjoined by sec. 9 of the Trade¬ 
mark Act, makes sec. 4915, Rev. Stat., providing for a 
bill in equity to compel the Commissioner of Patents 
to issue a patent, applicable to a petition for the regis¬ 
tration of a trade-mark when rejected by the Commis¬ 
sioner." American Steel Foundries v. Robertson, 262 
U. S. 209: Baldwin Co. v. Howard Co., 256 U. S. 35, 39; 
Atkins Co. v. Moore, 212 IT. S. 285, 291. 

“Section 9 provides for appeals to the District court 
of appeals not only for a defeated applicant for regis¬ 
tration of a trade-mark, but also for a dissatisfied party 
to an interference as to a trade-mark, * * * 

“The next inquiry is whether, in addition to such 
appeal, and after it proves futile, the applicant is 
given a remedy by bill in equity, as provided for a de¬ 
feated applicant for a patent in sec. 4915, Rev. Stat. 
We have in the cases cited given the closing words of 
sec. 9 a liberal construction in the view that Congress 
intended by them to give every remedy in respect to 
trademarks that is afforded in proceedings as to pat¬ 
ents, and have held that under them a bill in equity is 
afforded to a defeated applicant for trademark regis¬ 
tration just as to a defeated applicant for a patent. It 
is hot an undue expansion of that construction to hold 
that the final words were intended to furnish a remedy 
in equity against the Commissioner in every case in 
which, by sec. 9, an appeal first lies to the court of ap¬ 
peals/’ (Italics supplied.) 

The above case cites and reaffirms Baldwin Co. v. Hoiv- 
ard Co. and Atkins Co. v. Moore, supra, both of which placed 
the same construction upon section 9 of the Trade-Mark 
Act. In American Steel Foundries v. Robertson , 262 IT. S. 
209, 67 L. Ed. 953, 43 S. Ct. Rep. 541, it was argued that the 
aforegoing quotations from Baldwin Co. v. Howard Co. 




13 


and Atkins Co. v. Moore were obiter dictum. The court an¬ 
swered this argument in the following language: 

“It is pressed upon us, however, that this language 
in E. C. Atkins & Co. v. Moore and in Baldwin Co. v. 
R. S. Howard Co. was unnecessary to the conclusion in 
those cases, and is to be regarded as obiter dictum. 
It was used in arguendo, and was the unanimous ex¬ 
pression of the court in both cases. * * * the construc¬ 
tion put by the court on Section 9 is most persuasive, 
and follows so clearlv from the decision in Gandv v. 
Marble (122 U. S. 432, 30 L. Ed. 1223, 7 Sup. Ct. Rep. 
1290) that we find no reason to question its correct¬ 
ness.” (Citations added.) 

In Drackett Co. v. Chamberlain Co., 10 F. Supp. 851, 
affirmed by the Third Circuit Court of Appeals at 81 F. 
2d 866, certiorari denied in 299 U. S. 503, and cited with 
approval by this court in Tomlinson of High Point v. Coe, 
74 App. D. C. 364, 123 F. 2d 65, the court held that the 
Commissioner of Patents is a necessary party in an action 
wherein relief is asked against the Commissioner of Pat¬ 
ents, in the following language: 

“Defendant has filed a motion to dismiss based on 
the allegation that this court is without jurisdiction 
of the cause under section 4915 of Revised Statutes, as 
amended, because relief which the plaintiff is now seek¬ 
ing could be granted only in a suit against the Commis¬ 
sioner of Patents, who has not been joined, contending 
that the Commissioner is a necessary, if not a sole, 
party defendant in such proceeding. 

“We agree with the defendant that we are without 
jurisdiction in this case. It is only when there is an 
award of priority between two contesting applicants 
that this court could review proceedings in the Patent 
Office under Section 4915, in a suit of one applicant 
against the other. 

“There was no such award in the instant ease. The 
trade-marks sought to be registered were held to be 
non registrable by the Commissioner of Patents, there¬ 
fore deciding against the claims both of the plaintiff 
and the defendant. In such circumstances, we hold 
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that the Commissioner of Patents is a necessary party; 

* * • 

“The precise question at issue was decided by the 
District Court of the Northern District of New York, 
Fessenden v. General Electric Company, 10 F. Supp. 
S46, 6 Pat. Q. 1, holding: that an unsuccessful applicant 
for a patent cannot bring: suit in a court of equity 
under Section 4915 against another who was granted 
a patent unless there was an interference proceeding- 
ill the Patent Office in which the defendant was awarded 
priority, and that in all other cases the remedy for 
wrongfully withholding a patent must run against the 
public’s representative, namely, the Commissioner of 
Patents.” 

In the case of Gaudy v. Marble , 122 17. S. 432, 30 L. Ed. 
1223, 7 S. Ct. 1290, the court reaffirmed its holding in But- 
terworth v. United States, 112 U. S. 50, 28 L. Ed. 656, 5 S. 
Ct. 25, in the following language: 

“* * * the proceeding by bill in equity, under Section 
4915, on the refusal to grant an application for a pat¬ 
ent, intends a suit according to the ordinary course of 
equity practice and procedure, and is not a technical 
appeal from the Patent Office, nor confined to the case 
as made in the record of that office, but is prepared and 
beard upon all competent evidence adduced and upon 
the whole merits, yet the proceeding is, in fact and 
necessarily, a part of the application for the patent.” 

In the case of Tomlinson of High Point v. Coe, 74 App. 
D. C. 364, 123 F. 2d 65, this Honorable Court held: 

“The law is, therefore, that the Commissioner is 
a proper party in all proceedings, properly brought 
under Section 4915, in which the public interest is in¬ 
volved because of the necessity of determining whether 
it is the duty of the Commissioner to grant a patent or 
register a trade-mark. * * *” 

The Congress has charged the United States Commis¬ 
sioner of Patents with the duty of determining register- 
ability of trade-marks. In performing this duty the Com- 
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missioner acts in a quasi-judicial capacity. However, it is j 
to be noted that the Congress has likewise charged the j 
United States Commissioner of Patents with the duty of j 
protecting the public interest in respect to the registration ! 
of a trade-mark or the granting of a patent. This duty is j 
not to he regarded lightly, and it is elementary that no j 
litigation to require the registration of a trade-mark or the j 
issuance of a patent should be permitted wherein the pub- j 
lie interest is affected without the presence of its protector, j 
the Commissioner of Patents. 

In the case of Radtke Patents Corporation v. Coe, Com- \ 
missioner of Patents , et at., 74 App. D. C. 251, 12*2 F. 2d j 
937, this court held that the motion of the Commissioner | 
of Patents to dismiss the appeal as to him should he denied, j 
This holding was based upon the theory that a question of 
patentability was involved and therefore the Commis- j 
sioner of Patents was the proper party to protect the in- j 
terest of the public. 

When the Commissioner has once denied registration of 
a trade-mark, presumably in the public interest, he must j 
of necessity be an indispensable party to a proceeding to 
review that determination. In such an appeal he is the ! 
logical person to defend the public interest, and conse¬ 
quently immediately becomes an indispensable party. 

The Supreme Court of the United States has defined nec- j 
essarv and indispensable parties in the case of Shields, et 
at. v. Barroic, 17 How, U. S. 130, 15 L. Ed. 15S, as follows: [ 

“The court here points out three classes of parties 
to a bill in equity. They are: 1. Formal parties. 
2. Persons having an interest in the controversy, and 
who ought to be made parties, in order that the court 
may act on that rule which requires it to decide on, ! 
and finally determine the entire controversy, and do 
complete justice, by adjusting all the rights involved 
in it. These persons are commonly termed necessary 
parties: but if their interests are separable from those 
of the parties before the court so that the court can 
proceed to a decree, and do complete and final justice, ! 
without affecting other persons not before the court, | 
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the latter are not indispensable parties. 3. Persons 
who not only have an interest in the controversy, but 
an interest of such a nature that a final decree cannot 
be made without either affecting that interest, or leav¬ 
ing the controversy in such a condition that its final 
termination may be wholly inconsistent with equity 
and good conscience.” 

See also Xiles-Betnent-Pond Co. v. Iron Moulders Union , 
254 U. S. 77, 65 L. Ed. 145, 41 S. Ct. 39; United Shoe Ma- 
ehinery Corp. v. U. S ., 25S U. S. 451, 66 L. Ed. 70S, 425 S. 
Ct. 363; Silver King Coalition Mines Co. v. Silver King 
Consolidated Mining Co.. 204 F. 166, writ of certiorari 
denied in 229 U. S. 624, 57 L. Ed. 1356, 33 S. Ct. 105. 

In the case of Alexandrine v. Coe. 63 App. D. C. 227, 71 
F. 2d 34S 1 , which was an action against the Commissioner 
of Patents seeking to enjoin him from the cancellation of 
the registration of a trade-mark, this court held that such 
an action was properly brought in the District Court of the 
United States for the District of Columbia. In the Patent 
Office proceedings Marshall Field & Co. had initiated can¬ 
cellation proceedings seeking to have the Commissioner 
cancel Alexandrine's trade-mark. Marshall Field & Co. pre¬ 
vailed in this proceeding, but thereafter Alexandrine pro¬ 
ceeded by a bill in equity solely against the Commissioner. 
The failure of Alexandrine to name Marshall Field & Co. 
a party defendant was upheld by this court in the follow¬ 
ing language: 

“Marshall Field & Co. having initiated and prose¬ 
cuted the cancellation proceeding, is in no position to 
complain because appellant has filed a bill in equity 
against the Commissioner, which is necessarily a part 
of the proceeding in the Patent Office.” 

There should be no doubt that if a defeated registrant 
in a cancellation proceeding may properly proceed by a bill 
in equity against the Commissioner of Patents as sole de¬ 
fendant in the District Court of the United States for the 
District of Columbia seeking to enjoin such cancellation 



then the defeated applicant in a trade-mark interferenc^ 
may properly proceed against the Commissioner of Patent^ 
as sole defendant in said court. It logically appears that 
a successful registrant petitioner has as great an interest 
in the cancellation proceeding as does a successful regis[ 
trant interferant in the interference proceeding. It is sub¬ 
mitted that Tliorne-Xeale’s complaint against the Commisj- 
sioner is more convincing than the Alexandrine case in that 
Carney utterly failed to introduce any testimony or evil 
deuce, whereas Marshall Field & Co., in the Alexandrini 
case, actually proved to the satisfaction of the Commisf 
sioner that the Alexandrine trade-mark should be canceledL 
Dean Clark, in his discussion of Rule 19, page 260, at the 
Institute on Federal Rules of the American Bar Association 
in Cleveland, made the following statement: 


“In a great number of different instances the only 
situation where the court will not go ahead under these 
provisions is in the case of what are called in equity 
indispensable parties, and we felt we could not redefine] 
those terms or change that situation. 1 think the whol^ 
trend of federal decisions has been to cut doicn the 
number of parties that are considered indispensable], 
but that is a matter for judicial decision, rather tliai^L 
for procedural rules. 


“You will recall that the cases have made a differ} 
ence between necessary parties and indispensable par} 
ties. Necessary parties are those whose presence i$ 
necessary if it can be obtained but without the weces] 
sity of dismissing the suit if it cannot be. Indispenj 
sable parties are those that are absolutely necessary; 
* and the court must stop if it can't secure jurisdiction 
over them.” (Italics supplied.) 


The appellee Carney is not an indispensable party, nor 
even a necessary party for the reason that he has not estab¬ 
lished any right, title or interest in or to the registration 
of the Harrisburg Company. Carney was afforded an op] 
portunity by the Examiner of Interferences to come in and| 
establish his interest if any he had. The failure of Carne\j 
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to offer anv testimony or evidence can only be construed 
•> • • 

as an abandonment of bis right and interest, if any he had. 
To establish any interest in the trade-mark registered bv 
Harrisburg Company it was necessary for Carney to prove 
the two elleged assignments which had been recorded in 
the Patent Office. 

In the case of City of New York v. American Cable Rail¬ 
way Co., 60 F. 1016, the Circuit Court of Appeals for the 
Second District had before it the question of the sufficiency 
of duly certified copies of the Patent Office record of certain 
purported assignments of patents to prove the execution of 
the assignments. This question was disposed of in the fol¬ 
lowing language: 

‘‘The assignment of a patent is not a public docu¬ 
ment, bht it is merely a private writing. There is no 
statutory provision requiring it to be recorded in the 
Patent Office. Section 4898 of the Revised Statutes 
permits this to be done for the protection of the as¬ 
signee from a subsequent bona fide purchaser or mort¬ 
gagee. The section does not make the recorded in¬ 
strument evidence, does not require the assignment to 
be executed in the presence of any public officer, or to 
be acknowledged or authenticated in any way before 
recording, and does not provide or contemplate that it 
shall remain subsequently in the custody of the office. 
It devolves upon the Patent Office merely the clerical 
duty of i recording any instrument which purports to 
be the assignment of a patent. We are aware of no 
principle which gives to such a record the effect of 
primary evidence, or of prima facie proof of the execu¬ 
tion or the genuineness of the original document. To 
give it such effect would enable parties to manufacture 
evidence for themselves.” (Italics supplied.) 

The above case was cited with approval by the Commis¬ 
sioner of Patents in the case of Anacin Company v. Wm. S. 
Merrell Company, 31 U. S. P. Q. 236, wherein it was held 
that certified abstracts of title are not sufficient to establish 
ownership of an assigned trade-mark registration. 
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It is submitted that Carney has no right, title or interest 
in or to the registration of the Harrisburg Company, and 
would not be injured by the registration of Thorne-Neale’s 
trade-mark. Therefore, he is not an indispensable or nec- j 
essary party to this proceeding. An opportunity has been j 
afforded him to intervene in the proceedings in the court j 
below by the service of a copy of the complaint and a sum¬ 
mons through the United States Marshal in the district 
wherein he resides. The failure of Carney in the Patent J 
Office proceeding to establish any interest in the Harrisburg 
Company registration places him in the same position as 
any individual who might seek redress under Section 13 of 
the Trade-Mark Act. Section 13 provides that any person 
who deems himself injured by a registered trade-mark may 
make application to the Commissioner of Patents for the 
cancellation thereof. If the Commissioner was authorized 
to and did register Thorne-Neale’s trade-mark and Carney 
thereafter deemed himself damaged by said registration, 
he would have a full, adequate and complete remedy by pe¬ 
tition for cancellation. 

We strongly maintain that the Commissioner of Patents 
is an adverse party within the meaning of Section 72a, Title 
35 of the United States Code. 

In the case of Scott v. Amiss, 136 Okla. 72, 276 P. 215, 217, 
the court cited with approval the rule announced in Mor¬ 
rison v. Leach (W. Va.), 47 S. E. 237, that— 

“A statute requiring notice to the opposite party 
means all parties who have an interest in upholding the 
decree sought to be reversed. The word ‘opposite’ is 
a synonym for ‘adverse.’ ” 

In Pickering v. Taylor, 67 P. 2d 949, ISO Okla. 96, the 
court held: 

“The term ‘opposite party’ in 0. S. 1931, Sec. 534, pro¬ 
viding for service of case-made upon the opposite party 
or his attorney, is synonymous with ‘adverse party’, 
and means all parties who have an interest in uphold¬ 
ing the judgment or order sought to be reversed.” 
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In the ease of Bennett v. Ukiah Fair Ass’n, 48 P. 2d 36, 
4 Cal. 2d 232, the court held: 

“We are satisfied that the plaintiff is an ‘adverse 
party’ within the meaning of our decisions. In John¬ 
son v. Phenix Ins. Co., 146 Cal. 571, 575, SO P. 719, 721, 
an ‘adverse party’ is defined as one whose rights may 
be affected by a reversal of the judgment, # • Every 

party whose interest in the subject-matter of the ap¬ 
peal is adverse to or will be affected by the reversal or 
modification of the judgment or order from which the 
appeal has been taken is, we think, an ‘adverse party’, 
* * * irrespective of the question whether he appears 
upon the face of the record in the attitude of plaintiff 
or defendant or intervener. * * * The question is 
whether the judgment gives * * • something which 
will be taken away by a reversal. MacDonald v. Su¬ 
perior Court, 101 Cal. App. 423, 425, 281 P. 672, is to 
the same effect.” 

In the case of In re Gilbert's Estate, 68 P. (2d) 674, the 
court held that an administrator was an adverse party in 
an action to determine whether certain property of the 
estate should be exchanged for money, and stated the rule 
that “a ^arty is adverse who has an interest in opposing 
the object sought to be accomplished by the appeal.” 

The court below, in reaching the conclusion that the Com¬ 
missioner was not such an adverse party, apparently relied 
on the case of Coe v. Hobart Manufacturing Co., 70 App. 
D. C. 2, 102 F. 2d 270. The Hobart case can easily be dis¬ 
tinguished from the case at bar for the reason that it was 
a patent interference proceeding and the Commissioner of 
Patents was not called upon to determine patentability. In 
the case of American Cable Co., Inc., et al. v. John A. Roeb- 
ling’s Sons Co., et al., 62 App. D. C. 168, 65 F. 2d 801, this 
court held in a patent interference proceeding that 

“An interference proceeding is solely to determine the 
issue of priority, and the only final order that can be 
entered in such a proceeding is a determination of the 
question of priority.” 
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In a trade-mark interference proceeding, such as the in¬ 
stant case, an entirely different situation exists in that the 
Commissioner of Patents is called upon to determine not 
which of two applicants may register a trade-mark, but 
whether or not Thorne-Xeale’s trade-mark should be regis- 
tered, and this determination is presumably made in the 
public interest. 

The court below, in support of its decision dismissing the 
complaint, cited the case of Eno v. Coe , 70 App. D. C. 337, 
106 F. 2d 858. This case can also be distinguished from the 
case at bar on the ground that it involved a trade-mark can¬ 
cellation proceeding which followed a trade-mark opposi¬ 
tion proceeding. 

One DeShaves filed an application for the registration 
of a trade-mark which was opposed by the owner of a regis¬ 
tered trade-mark. The Patent Office dismissed the opposi¬ 
tion and granted the application on the ground that the 
trade-marks of the applicant and opposer were not of the 
same descriptive properties. The opposer then filed a bill 
in the District Court of the United States for the District j 
of Columbia under R. S. 4915, naming DeShaves and the 
Commissioner of Patents defendants. This bill sought to 
cancel DeShaves’ registration. The suit against DeShaves 
was dismissed for the reason that DeShaves was a resident 
of Massachusetts and had not been personally served with 
process, and the case then proceeded against the Commis¬ 
sioner as sole defendant. This court, on appeal from a 
trial on the merits in favor of the Commissioner, held that 
the action should have been dismissed against the Commis¬ 
sioner because of the absence of an indispensable party, 

DeShaves. This court based its decision on the ground 
* ^ 
that DeShaves should not be deprived of his property, 

namely, the cancellation of the registration of his trade¬ 
mark, in an action to which he was not a party. The case at 
bar could proceed against the Commissioner without de¬ 
priving Carney of any of his property or interest, if any 
he has, in the registration of the Harrisburg Company as 
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the principal relief sought is a decree against the Commis¬ 
sioner authorizing the registration of Thorne-Xeale’s trade¬ 
mark and not the cancellation of the Harrisburg Company’s 
trade-mark. 

The motion of Carney to dismiss the complaint states in 
part as follows: 

“Now comes William Rov Carnev, defendant in the 
above entitled action, by Eugene E. Stevens, his attor¬ 
ney, appearing specially and only for the purpose of 
this action, and moves this court to dismiss the bill of 
complaint on the following grounds:” (Italics sup¬ 
plied) 

the first ground for dismissal being as follows: 

“To dismiss the action because the complaint fails to 
state a claim against defendants upon which relief can 
be granted.” (Italics supplied) 

Carney has specifically stated that he is appearing for 
the purpose of this action , and has not restricted his ap¬ 
pearance for the purpose of the motion to dismiss. He fur¬ 
thermore sets forth as his first ground for dismissal the 
failure of the complaint to state a claim upon which relief 
can be granted not only against himself, but against the 
defendant, Commissioner of Patents. This is a plea to the 
merits of the case and consequently constitutes a general 
appearance. Surely one cannot make a special appearance 
for the purpose of questioning the jurisdiction of the court 
over his person, and at the same time ask the court to dis¬ 
miss the complaint because it fails to state a claim against 
the other defendant to the action. 

Carney further moved to dismiss on the ground that the 
defendant Commissioner and defendant Carney were not 
adverse parties within the meaning of U. S. Code, Title 35, 
Section 72a, such as to entitle plaintiff to bring an action 
in the District Court of the United States for the District 
of Columbia. The court below reached the erroneous con¬ 
clusion that the Commissioner was not an adverse party 
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because of the absence of an indispensable party, Carney. ! 
If the court below was correct in finding Carney to be an j 
indispensable party to the proceeding, then it should not ! 
have dismissed the action as to Carney, but exercised its j 
jurisdiction over him by virtue of U. S. Code, Title 35, | 
Section 72a. j 

It is to be noted that the complaint, in the instant case, | 
against the defendant Commissioner and the defendant j 
Carney is based upon the decision of the Commissioner j 
wherein he decided the two appeals in the Patent Office in-1 
terferenee proceeding. The decision rendered on one ofj 
these appeals denied Thorne-Neale the right to appeal from j 
the decision of the Examiner of Interferences wherein he | 
extended the limit of time for appeal after its expiration,! 
without notice to the applicant, and without requiring Car-j 
nev to comply with the rules of practice and procedure ofj 
the Patent Office. This decision was ex parte, and there-; 
fore the Commissioner was an adverse party to Thorne-! 
Neale and the case should have proceeded against the de-| 
fendant Commissioner irrespective of the presence or ab-J 
sence of the defendant Carney. 

The case of Smith el ux v. Belmore , et al., 1 Federal Rules] 
Decisions 633, decided April 11, 1941, by the District Courtj 
for the Eastern District of Washington, is in point with 
the case at bar. In the above cited case a non-resident de-j 
fendant who had not been served with process in compliance 
with the statutory requirement appeared and moved to dis 
miss the complaint on six grounds, the six grounds beinfij' 
those set forth in Rule 12(b)(1) through (6). The courtj, 
in a lengthy discussion of Rule 12(b), held that by joining 
sround No. 6 in a motion with grounds (1) through (5). 
the defendant submitted himself to the jurisdiction of the 
court by asking for general relief and waived his defense 
of lack of jurisdiction over his person. 

In the case of Jos. Riedel Glass Works, Inc. v. Keegat «j, 
District Court D. Maine, S. D., decided Feb. 5, 1942, 43 Fj. 
Supp. 153, the court held: 


i 

i 
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‘‘The rule seems to be that any action on the part of 
a defendant,—except to object to the jurisdiction over 
his person,—which recognizes the case as in Court, 
will constitute a general appearance. 

“An appearance is not prevented from being general 
because it is expressly limited by its terms as special. 
The true test is found in what is done by way of par¬ 
ticipation in the action. United States v. Collins, 2 
Cir., 55 F. 2d 70-72. 

“To avoid the effect of a general appearance every 
act must be consistent with and based on the challenge 
to the jurisdiction of the Court over the person. 

“The object :>f a special appearance is to enable a 
defendant to rai^e the question of jurisdiction of the 
Court over the person of the defendant, and it is ele¬ 
mentary that an objection to jurisdiction of the cause 
may not be raised upon a special appearance.’' Mc- 
Comb v. United States Housing Corp., D. C., 264 F. 
589. 590, 592. Wichey v. Turner, 6 Cir. 49 F. 2d 998. 

The dismissal of the complaint as to the defendant, Com¬ 
missioner of Patents, was unquestionably in error. The 
Commissioner had not answered the complaint nor had the 
time expired within which he should answer; had not tiled 
a motion to dismiss or any other motion and had not en¬ 
tered his appearance in the case. The complaint alleged 
that the Commissioner had wrongfully refused Thorne- 
Xeale registration of its trade-mark: that the registrant 
Harrisburg Company was a bankrupt corporation and that 

its charter was dissolved bv the Attornev General for the 

• » 

State of Illinois on June 12, 1935, and, therefore, could not 
be made a party to this suit; that Harry C. Lee, Trustee in 
Bankruptcy, abandoned trade-mark registration No. 174,444 
by an order entered on the 27th day of August, 1934 of the 
District Court of the United States for the Eastern District 
of Illinois; that the said Harry C. Lee was discharged as 
said Trustee on the 29tli day of August, 1934: that the al¬ 
leged assignment recorded in the Patent Office was acknowl¬ 
edged by Harry C. Lee on the 7th day of October, 1940, 
more than six years after he had petitioned the court for 
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direction to and been ordered to abandon all right, title and 
interest in and to said trade-mark; that the alleged assign¬ 
ment recorded in the Patent Office purporting to assign 
trade-mark registration No. 174,444 from the Carney Coal 
Company to William Roy Carney conveyed no right what¬ 
ever in and to said trade-mark and that William Roy Car¬ 
ney is not a necessary or proper parti / to this proceeding. 

In considering the dismissal of the complaint as to the 
defendant, Commissioner of Patents, the court must con¬ 
sider the above facts as true and it is obvious that these 
facts state a cause of action against the defendant, Com¬ 
missioner of Patents, of which the court below held com¬ 
plete jurisdiction. 

In the case of Eherle v. Sinclair Prairie Oil Co., U. S. 
Dist. Ct. E. D. Okla., 3 Fed. Rules Service, 12b.33, case 4, 
Dept. Justice Bull., No. 90, the court stated: “The courts 
are almost unanimous in holding that a motion to dismiss 
tests the sufficiency of the complaint and that in passing 
upon said motion the court looks to the allegations of the 
complaint, and to those allegations alone: and that all 
matters of fact well pleaded are taken as true” 
(Citing) Sheehan v. Municipal Light & Power Co., 1 F.R.D. 
256, 3 Fed. Rules Serv. 12b.33; McConville v. District of 
Columbia, 26 F. Supp. 948, L. Singer & Sons v. Union Pa¬ 
cific R. Co., 109 F. (2d) 493. 

In Leimer v. State Mut. Life Assur. Co.. 108 F. (2d) 302, 
(2 Fed. Rules Service, 12b.33) the court held: “Under the 
present practice, we think, the making of a motion to dis¬ 
miss a complaint for failure to state a claim upon which 
relief can be granted has the effect of admitting the exist¬ 
ence and validity of the claim as stated, but challenges the 
right of the plaintiff to relief thereunder. * * * In view of 
the means which the Rules of Civil Procedure afford a de¬ 
fendant to obtain a speedy disposition of a claim which is 
without foundation or substance, by either securing a more 
definite statement or a bill of particulars under Rule 12(e) 
and thereafter applying for judgment on the pleadings 
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under Rule 12(h) (i), or by moving for a summary judg¬ 
ment under Rule 56, we think there is no justification for 
dismissing a complaint for insufficiency of statement, ex¬ 
cept where it appears to a certainty that the plaintiff would 
be entitled to no relief under any state of facts which could 
be proved in support of the claim.” 

CONCLUSION. 

The defendant, Commissioner of Patents, is a necessary 
and indispensable party to the proceeding in the court be¬ 
low as the defender of the public interest and therefore is 
an adverse party to the plaintiff Thorn-Xeale. 

The complaint may properly proceed against the Com¬ 
missioner of Patents in the absence of the defendant Car¬ 
ney, without affecting or depriving Carney of any known 
or established right or interest he may have in or to trade¬ 
mark registration Xo. 174,444. 

The trade-mark registration Xo. 174,444 was abandoned 
by the now non-existent registrant, Harrisburg Company. 

The defendant, Commissioner of Patents, rendered an 
ex parte decision in denying Thorne-Xeale’s appeal from 
the order of the Examiner of Interferences wherein he ex¬ 
tended the time for appeal. 

The decision of the Commissioner of Patents that Thorne- 
Xeale failed to prove ownership of the mark it sought to 
register prior to the registration date of Harrisburg Com¬ 
pany was ex parte and in error for the reason that Thorne- 
Xeale had established prima facie evidence of abandonment 
by Harrisburg Company prior to publication of its mark in 
the Official Gazette, and this prima facie abondonment was 
not overcome by any proof or evidence by Carney. 

The recording in the Patent Office of an assignment does 
not constitute prima facie proof of the execution or the gen¬ 
uineness of the original document, and even if certified 
copies of the alleged assignments recorded in the Patent 
Office had been offered in evidence bv Camev thev would 

1 W 1 

not have been given the effect of primary evidence and 
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proof would have been required of their authenticity and 
validity. 

If; for the sake of argument, the court below was cor¬ 
rect in its finding that Carney was an indispensable party 
to the proceeding, which the appellant denies, the motion to 
dismiss should have been denied by reason of the provisions 
of United States Code, Title 35, Sec. 72a, and his general 
appearance. 

Wherefore, these premises considered, the appallant 
prays that the opinion and judgment of the court below be 
reversed with court costs to the appellant. 

Respectfully submitted, 

Donald S. Caruthers, 

Attorney for Appellant 
Thorne, Xeale & Co., Incorporated. 

Of Counsel: 

E. W. Mollohan, Jr., 

Carl H. Willingham, 

Washington, D. C. 
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I. 

PLEADINGS, DOCKET ENTRIES AND OTHER 
PAPERS DESIGNATED. 

1 Endorsed: Filed May 18 1943 Charles E. Stew¬ 

art, Clerk 

In the District Court of the United States for the 
District of Columbia 

Holding a Civil Court 

Civil Action No. 19740 

Thorne, Neale & Co., Incorporated, a corporation, 225 
South Fifteenth Street, Philadelphia, Pennsylvania, 
Plaintiff 

v. 

Conway P. Coe, Commissioner of Patents, United States 
Patent Office, Washington, D. C., Defendant , and 

Willum Roy Carney, 33 South Clark Street, Chicago, 

Illinois, Defendant 

Complaint 

(For Registration of Trade-mark) 

1. The plaintiff, Thorne, Neale & Co., Incorporated, is a 
corporation organized and existing under the laws of the 
State of Pennsylvania, having its principal office and place 
of business at 225 South Fifteenth Street, in the City of 
Philadelphia, Pennsylvania. 

2. The defendant, Conway P. Coe, is the United States 
Commissioner of Patents, with his official residence at the 
United States Patent Office in the District of Columbia, 
within the jurisdiction of this Court. 

3. The defendant, William Roy Carney, is believed to be 
a resident of the State of Illinois, and has an office located 
at 33 South Clark Street, Chicago, Illinois. 


3 


4. The defendant, Conway P. Coe, is sued as the United 

States Commissioner of Patents to require him to 
2 register the trade-mark and issue a certificate of 
registration unto the plaintiff for the trade-mark 
designated as application Serial No. 433,768, said applica¬ 
tion having been filed by the plaintiff in the United States 
Patent Office on July 8, 1940, and for such other reasons 
as will hereinafter appear. 

5. The defendant, 'William Roy Carney, is named a party 
defendant, for the reason that the Examiner of Interfer¬ 
ences, United States Patent Office, in declaring an inter¬ 
ference to exist between the plaintiff’s application for reg¬ 
istration Serial No. 433,768 and trade-mark registration 
No. 174,444, a registration granted to the Harrisburg 
Coal Mining Company, stated: 

“The assignment records of this office show that the regis¬ 
tration of Harrisburg Coal Mining Company, involved 
herein, is assigned to 'William Roy Carney, Chicago, Illi¬ 
nois. This assignee is therefore recognized in this proceed¬ 
ing as having the prima facie right to exclusively defend 
the registration of said Harrisburg Coal Mining Company.” 

6. The Harrisburg Coal Mining Company, who was 
granted a certificate of registration No. 174,444 by the 
United States Patent Office on October 16, 1923, was a cor¬ 
poration organized under the laws of the State of Illinois. 
The corporation was adjudicated a bankrupt by the Dis¬ 
trict Court of the United States for the Eastern District 
of Illinois in 1934, and said corporation was dissolved by 
the Attorney General for the State of Illinois on June 12, 
1935, and therefore said corporation cannot be made a 
party to this suit. 

7. After the filing of plaintiff’s application Serial No. 
433,768, on July 8, 1940, a registered letter was addressed 
to Harrisburg Coal Mining Company relative to its reg¬ 
istered trade-mark No. 174,444. The Carney Coal Com- 
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panv answered tlie communication and stated that it was 
the successor to Harrisburg Coal Mining Company, bank¬ 
rupt, and consented to the registration of the applicant’s 
trade-mark. Upon filing of said consent with the Patent 
Office, plaintiff’s trade-mark was published in the 
3 Official Gazette of October 8, 1940. Within the time 
allowed after publication for the filing of an oppo¬ 
sition, the Carney Coal Company filed with the Patent Of¬ 
fice on the 17th day of October, 1940, an alleged assign¬ 
ment of the trade-mark registered in the Patent Office by 
the Harrisburg Coal Mining Company. On November 13, 
1940, the Patent Office advised plaintiff that the prima facie 
showing of abandonment of registered trade-mark No. 
174,444 granted to the Harrisburg Coal Mining Company 
had been negatived by the filing of an assignment by the 
Carney Coal Company. On January 13,1941, William Roy 
Carney filed with the Patent Office an alleged assignment 
of trade-mark registration No. 174,444 to him by the Carney 
Coal Company. 

S. On February 27, 1941, the Patent Office declared an 
interference to exist between the registered trade-mark 
granted to the Harrisburg Coal Mining Company and the 
plaintiff’s application. Within the time allowed plaintiff 
by the Patent Office for the taking of testimony, said tes¬ 
timony was taken and recorded with the Patent Office. At 
the expiration of the time for the taking of testimony by 
Harrisburg Coal Mining Company (William Roy Carney, 
assignee substituted), no testimony having been taken on 
its behalf, the plaintiff filed a motion for a decree pro 
confess^, for the reason that the said William Rov Carnev, 
assignee substituted, had failed to prove any right, title 
or interest in or to the trade-mark registered in the name 
of the Harrisburg Coal Mining Company, and therefore 
was not a proper party to the interference and had waived 
his prima facie right to defend the registration granted 
to the Harrisburg Coal Mining Company. Without objec- 
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tion to the motion being filed on behalf of the Harrisburg 
Coal Mining Company (William Roy Carney, assignee sub¬ 
stituted), the Examiner of Interferences denied the motion 
on October 24, 1941. At final hearing the motion for 
4 a decree pro confesso was renewed and taken un- J 
der advisement by the Examiner of Interferences. 
On the 19th of December, 1941, the Examiner of Interfer¬ 
ences rendered a decision denying the motion for a decree 
pro confesso and granting the plaintiff the right to regis- j 
tration of its trade-mark, as set forth in the application 
Serial Xo. 433,76S. The Examiner of Interferences set the j 
limit of appeal from his decision as the 8th day of Jan- | 
uarv, 1942. 

9. On the 8th day of January, 1942, counsel for William 
Roy Carney, assignee substituted, telegraphed the Exam- j 
iner of Interferences requesting a fifteen-dav extension of | 
time within which to appeal without stating any reason 
whatsoever for said extension. On January 9, 1942, after j 
the expiration of the limit of appeal, the Examiner of In¬ 
terferences wired counsel for William Roy Carney, as¬ 
signee substituted, granting the request for an extension 
of time to appeal for fifteen days, and mailed a notice advis- j 
ing counsel for plaintiff that the time for the extension of 
appeal had been granted, said communication being re¬ 
ceived on January 10, 1942. On January 12, 1942, counsel 
for plaintiff received a copy of the telegram forwarded to | 
the Patent Office on January 8th from counsel for William 
Roy Carney, assignee substituted, requesting said exten¬ 
sion of time. Counsel for plaintiff filed a motion to vacate 
and revoke the order of the Examiner of Interferences ex- j 
tending the time for appeal. This motion was denied, and j 
counsel for plaintiff appealed to the Commissioner of Pat- j 
ents from the decision of the Examiner of Interferences 
extending the time for appeal, said extension of time being | 
contrary to the rules regulating procedure before the 
United States Patent Office. 
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10. On January 21, 1942, William Roy Carney, assignee 
substituted, filed a notice of appeal to the Commissioner of 
Patents, and on July 22, 1942, the appeal of the plaintiff 

herein and the appeal of William Roy Carney, as- 
5 sighce substituted, were argued before the First As¬ 
sistant Commissioner of Patents, Leslie Frazer. On 
November 25, 1942, the Honorable First Assistant Com¬ 
missioner of Patents rendered a decision that the plaintiff’s 
appeal from the refusal of the Examiner of Interferences 
to vacate an order extending registrant’s time to appeal 
was not appealable subject matter. 

11. The First Assistant Commissioner of Patents re¬ 
versed the decision of the Examiner of Interferences hold¬ 
ing that plaintiff was entitled to registration of its trade¬ 
mark and stated in his opinion as follows: 

“The case is before me upon the appeal of William R. 
Carney, alleged assignee of Harrisburg Coal Mining Com¬ 
pany (hereinafter referred to as registrant), from the de¬ 
cision of the examiner of interferences awarding priority 
to Thorne, Neale & Co., Inc. (hereinafter referred to as 
applicant), and adjudging the latter concern 4 entitled to 
the registration for which it has made application.’ ” 

The First Assistant Commissioner of Patents further 
stated: 

“The execution of the assignment was not proved, and ap¬ 
plicant thus argues that Carney has failed to establish his 
ownership of the registration. For the purposes of this 
proceeding I do not think that is a matter of controlling 
importance. The interference is between an application 
and a registration, and the only question to be determined 
is whether or not, in view of the registration, the applica¬ 
tion should be allowed. In either event, it makes little 
difference who owns the registration.” 

The First Assistant Commissioner held that applicant, 
plaintiff herein, failed to establish ownership of its trade¬ 
mark is against registrant. 
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12. The First Assistant Commissioner of Patents failed 
to rule on the decision of the Examiner of Interferences 
denying plaintiff’s motion for a decree pro confesso, which 
question was before him for appeal. 

13. The plaintiff avers that the Harrisburg Coal Mining 
Company, a corporation organized under the laws of 

6 the State of Illinois, was adjudged a bankrupt by the 
District Court of the United States for the Eastern 
District of Illinois, and on August 29, 1934, the Referee in 
Bankruptcy discharged the trustee and ordered the case 
closed, this action being approved by the District Court of 
the United States for the Eastern District of Illinois. On 
the 27th day of August, 1934, the Referee in Bankruptcy 
entered an order based upon the petition of Harry C. Lee, 
Trustee in Bankruptcy, whereby said trustee was author¬ 
ized and directed to abandon all claim, right, title and in¬ 
terest in and to said personal property, etc., as set forth 
in the petition stating that the personal property, choses 
in action, etc., -were listed as of no appraised value and 
that it was impossible for Trustee to collect anything 
thereon, as no purchaser could be found and no bids were 
received, and the first item set forth in the order to be 
abandoned was “trade-mark filed in United States Patent 
Office on February 25, 1923, No. 174,444.” 

14. Plaintiff avers that the alleged assignment filed in 
the United States Patent Office on the 17tli day of October, 
1940, was alleged to have been signed “Harrisburg Coal 
Mining Company, Bankrupt, by Harry C. Lee, Trustee,” 
and above this signature appears, “Dated as of the 8th 
day of August, 1934.” This instrument was alleged to 
have been acknowledged by Harry C. Lee on the 7th day 
of October, 1940, before a notary public, George B. Lee. 

15. Plaintiff avers that the alleged assignment filed in 
the Patent Office on January 13, 1941, was alleged to have 
been signed “Carney Coal Company by Quintin Johnstone, 
Jr., Treasurer.” This alleged assignment allegedly con¬ 
veyed to William Roy Carney certificate of registration No. 
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174,444, who is believed to have been the President of the 
Carney Coal Company as of the date of the assignment. 

16. Plaintiff avers that the alleged assignment from Har¬ 
risburg Coal Mining Company, Bankrupt, Harry C. 

7 Lee, Trustee, to Carney Coal Company and the al¬ 
leged assignment from Carney Coal Company to 'Wil¬ 
liam Roy Carney wherein the certificate of registration of 
trade-mark Xo. 174,444 is alleged to have been assigned are 
invalid and void and of no force or effect, and convey no 
interest whatever in and to said trade-mark, and there¬ 
fore the said 'William Roy Carney has no interest whatso¬ 
ever in or to the trade-mark, as shown in certificate of reg¬ 
istration Xo. 174,444, and is not a necessary or proper party 
to this proceeding. 

17. Xo appeal has been taken to the United States Court 
of Customs and Patent Appeals from the decision of the 
First Assistant Commissioner of Patents rendered the 25th 
day of Xovember, 1942. 

18. This action arises under the trade-mark laws of the 
United States, U. S. Code, Title 15, Section 81, et seq., and 
is brought under Section 4915 of the Revised Statutes, U. S. 
Code Title 35, Ch. 2, Section 63, and is based upon the re¬ 
fusal of the Commissioner of Patents, through the First 
Assistant Commissioner of Patents, defendant herein, to 
grant a certificate of registration to the plaintiff for a 
trade-mark for which it made application for registration 
in accordance with the law in such case made and provided. 

Wherefore, inasmuch as plaintiff is without adequate 
remedy otherwise than by such action as the present and 
in accordance with the provisions of Section 4915, Revised 
Statutes of the United States (U. S. C. Title 35, Ch. 2, Sec. 
63), the plaintiff respectfully prays as follows: 

1. For a decree that the defendant, Conway P. Coe, Com¬ 
missioner of Patents, erred in not registering plaintiff’s 
trade-mark as set forth in application Serial No. 433,768. 
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2. For a decree that the defendant, Conway P. Coe, Com¬ 

missioner of Patents, erred in not finding that ap- 
8 plicant’s first date of use of the trade-mark in ques¬ 
tion was prior to the date of registration of the reg¬ 
istrant, Harrisburg Coal Mining Company. 

3. For a decree that the defendant, Conway P. Coe, Com¬ 
missioner of Patents, erred in not finding that the applicant 
proved ownership of the trade-mark in question as against 
the registrant, Harrisburg Coal Mining Company. 

4. For a decree that the defendant, Conway P. Coe, Com¬ 
missioner of Patents, erred in not holding that the plaintiff 
was entitled to a decree pro eonfesso for the reason that 
the alleged assignee substituted failed to prove any right, 
title or interest in or to the trade-mark registration No. 
174,444 granted to Harrisburg Coal Mining Company. 

5. For a decree that the defendant, Conway P. Coe, Com¬ 
missioner of Patents, erred in holding that William Roy 
Carney, alleged assignee, was not required to prove any 
right, title or interest in or to the trade-mark registration 
No. 174,444 granted to the Harrisburg Coal Mining Com¬ 
pany, in order to oppose applicant’s trade-mark or be a 
party to the trade-mark interference proceeding. 

6. For a decree that the defendant, Conway P. Coe, Com¬ 
missioner of Patents, erred in not holding that William 
Roy Carney, alleged assignee, was not entitled to appeal 
from the decision of the Examiner of Interferences for the 
reason that the alleged assignee had failed to prove any 
right, title or interest in or to the trade-mark registration 
No. 174,444, granted to the Harrisburg Coal Mining 
Company. 

7. For a decree that the defendant, Conway P. Coe, Com¬ 
missioner of Patents, erred in denying the applicant the 
right to appeal from the order of the Examiner of Inter¬ 
ferences granting an extension of the limit of appeal after 
said limit had expired. 
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9 8. For a decree that the defendant, Conway P. 

Coe, Commissioner of Patents, erred in not finding 
that the Examiner of Interferences granted an extension 
of the time for appeal after the expiration of said time of 
appeal and without affording applicant an opportunity to 
be heard, and without requiring William Roy Carney, as¬ 
signee substituted, to comply with the rules of practice and 
procedure of the United States Patent Office. 

9. For a decree holding that the Harrisburg Coal Mining 
Company abandoned its trade-mark registration Xo. 
174,444. 

10. For a decree that the alleged assignment of trade¬ 
mark registration Xo. 174,444 from Harrisburg Coal Min¬ 
ing Company, Bankrupt, by Harry C. Lee, Trustee, to 
Carney Coal Company was and is invalid and void and of 
no force, and confers no right, title or interest in or to 
trade-mark registration Xo. 174,444, or the trademark de¬ 
scribed therein, to the Carney Coal Company. 

11. For a decree that the alleged assignment of trade¬ 
mark certificate of registration Xo. 174,444 from Carney 
Coal Company by Quintin Johnstone. Jr., Treasurer, to 
William Roy Carney, was and is invalid and void and trans¬ 
ferred no right, title or interest in or to certificate of reg¬ 
istration Xo. 174,444 or the trade-mark set forth therein 
to William Roy Carney. 

12. For a decree that plaintiff is entitled, according to 
law, to have registered under the Act of February 20, 1905, 
its trade-mark as specified in its said application for reg¬ 
istration Serial Xo. 433,768 filed in the United States Pat¬ 
ent Office on July 8, 1940; to receive a certificate of regis¬ 
tration for its said trade-mark as specified in said applica¬ 
tion to be issued to the plaintiff in the name of the United 
States of America, under the seal of the Patent Office, and 
signed by the Commissioner of Patents; and to have a rec¬ 
ord thereof, together with printed copies of the drawing 
and statement of the plaintiff in its said application, kept 
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in the books provided in the Patent Office for that 

10 purpose; that said certificate state the date on which 
the application for registration was received in the 

United States Patent Office, and otherwise be in due form 
of law as provided by the statutes. 

13. For a decree authorizing and directing the defen¬ 
dant, Conway P. Coe, Commissioner of Patents, pursuant 
to Section 4915, Revised Statutes, U. S. C. Title 35, Ch. 2, 
Section 63, to register plaintiff’s trade-mark, as set forth 
in its application Serial No. 433,768, in due form of law 
and as provided by the statutes. 

14. That plaintiff have such other and further relief as 
the nature of the case may admit or require and as this 
Honorable Court may deem just and equitable. 

DONALD S. CARUTHERS 
E. W. MOLLOHAN, JR. 
Attorneys for Plaintiff 
Washington Loan & Trust 

Bldg. 

Washington, D. C. 

11 Endorsed: Filed Jun 14 1943 Charles E. Stewart, 
Clerk 

Motion of William Roy Carney, Defendant, to Dismiss the 

Complaint 

Now comes William Roy Carney, defendant in the above 
entitled action, by Eugene E. Stevens, his attorney, appear¬ 
ing specially and only for the purpose of this action, and 
moves this court to dismiss the Bill of Complaint on the 
following grounds: 

To dismiss the action because the complaint fails to state 
a claim against defendants upon which relief can be 
granted. 



To dismiss the complaint on the ground that the defen¬ 
dant, William Hoy Carney is a resident of the City of Chi¬ 
cago, State of Illinois, and was not found or served within 
the jurisdiction of the District Court of the United States 
for the District of Columbia, nor subject to its process, as 
appears from the affidavit of William Roy Carney attached 
hereto and marked Exhibit “A”. 

—3— 

To dismiss the complaint on the ground that Conway P. 
Coe, Commissioner of Patents, a defendant, and William 
Roy Carney, a defendant, are not adverse parties 
12 within the meaning of U. S. Code Annotated Title 
35, Subdivision 72 A, such as to entitle plaintiff to 
bring the within action in the District Court of the United 
States for the District of Columbia. 

Wherefore, defendant William Roy Carney prays that 
the complaint be dismissed as to this defendant. 

i WILLIAM ROY CARNEY 

By EUGENE E. STEVENS 
Washington Loan & Trust 
Building 

Washington, D. C. 

Atty for Defendant 

June , 1943. 

Of Counsel: 

A. W. MURRAY 
540 Plymouth Court 
Chicago, Illinois 
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13 Endorsed: Filed Jun 18 1943 Charles E Stewart, 
Clerk 

Answer to Motion of William Roy Carney, Defendant, to 

Dismiss the Complaint 

Conies now the plaintiff, Thorne, Neale & Co., Incor¬ 
porated, a corporation, by and through its attorney, and 
for answer to the motion of William Roy Carney, defendant 
to dismiss this action, respectfully moves this Honorable 
Court to deny said motion for the following reasons: 

1. That the defendant, William Roy Carney, has volun¬ 
tarily submitted to the jurisdiction of this Honorable 
Court, and lias therefore waived the defense of lack of jur¬ 
isdiction over his person, in that, 

(a) The defendant’s motion stated: “Comes now Wil¬ 
liam Roy Carney, defendant in the above entitled action, 
by Eugene E. Stevens, his attorney, appearing specially 
and only for the purpose of this action, and moves this 
court to dismiss the bill of complaint on the following 
grounds.” (Underscoring supplied). 

14 (b) The first ground of defendant’s motion, “To 
dismiss the action because the complaint fails to 

state a claim against defendants upon which relief can be 
granted,” goes to the merits of this action in that it asks 
for general relief. (Underscoring supplied) 

2. This action is properly brought under Section 4915 
R. S., Title 35, Section 63 of the U. S. Code, and Title 35, 
Section 72a of the U. S. Code, and therefore this Honorable 
Court has complete jurisdiction over the subject matter of 
this action and the parties to this action. 

DONALD S. CARUTHERS 
Attorney for Plaintiff 
Washington Loan & Trust 
Bldg. 

Washington, D. C. 

• •••••«••• 
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15 Endorsed: Filed Jun 25 1943 Charles E. Stewart, 
Clerk 

Opinion. 

In the hearing on the Motion to Dismiss, there were two 
question^ raised: (1) Has the court jurisdiction over de¬ 
fendant Carney by reason of an alleged general appear¬ 
ance; and (2) Is the Commissioner an adverse party within 
the meaning of subdivision 72a of Title 35, U. S. Code? 

Rule 12 (b) of the Federal Rules of Civil Procedure pro¬ 
vides that “Xo defense or objection is waived by being 
joined with one or more other defenses or objections in a 
responsive pleading or motion/’ (emphasis supplied). 

The question of general and special appearances was dis¬ 
cussed during the Cleveland Proceedings of the Institute 
on Federal Rules and Dean Clark, at page 245, said: 

“I should think in some of those cases you might waive 
your objection by the joinder, or at least the point is 
arguable.” 

It should be pointed out, however, that in a footnote on the 
same page, Dean Clark reversed his decision on this point, 
saying: 

“In view of the express language of Rule 12 (b), third sen¬ 
tence, upon reflection, I am of the opinion that there is no 
waiver.” 

After a lengthy discussion of Rule 12 (b), it is stated in 
1 Moore’s Federal Practice 649: 

16 “Special appearances are no longer necessary in any 
case.” (underscoring supplied). “A party who 

proceeds in accordance with Rule 12 can raise any and all 
defenses without waiver.” 

In support of this conclusion, it is stated at page 627: 

“If the defendant so desires he may present every defense 
or objection that he has in his answer without waiving any 
rights. Thus objections that the court has not secured 
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jurisdiction over the defendant, or that the venue is im¬ 
proper, defenses which quite commonly have to be made by 
special appearance, may be pleaded in the answer together 
with such other defenses as a failure on the part of the 
plaintiff to state a cause of action, • • •. The defendant 
waives nothing by so doing.” 

Rule 12 (g), in my opinion, is designed to encourage the 
consolidation of motions and to discourage the dilatory de¬ 
vice of making them in series and no waiver results from 
failure to exercise the option therein conferred. It ap¬ 
pears also from Rule 12 (h) that waiver of any particular 
defense results only from affirmative failure to present it. 
Smith v. Belmore, (D. C. Wash.) F. R. D. 633, is not per¬ 
suasive to the contrary. 

It would appear, therefore, that by joining with the de¬ 
fenses enumerated (1) to (5) of Rule 12 (b) with the de¬ 
fense of failure to state a claim upon which relief'can be 
granted, defendant Carney has not waived any of his rights 
and, consequently, the Court has no jurisdiction over his 
person. 

We come now to the question of whether, in the absence 
of defendant Carney, the Commissioner is an adverse party 
within the meaning of the statute- A careful search of 
authorities leads to the conclusion that the question must 
be answered in the negative. 

In U. S. v. Baldwin, 265 U. S. at page 179 (cited with 
approval in Alexandrine v. Coe, 63 Appeals D. C. 227, 71 
Fed. (2d) 348) it was held: 

“We have, in the cases cited, given the closing words of 
Section 9 (of the Trade Mark Act) a liberal construction 
in the view that Congress intended by them to give every 
remedy in respect to trade marks that it afforded in pro¬ 
ceedings as to patents.... The applicants in Section 9 were 
of four kinds and to each of them were intended to be ac¬ 
corded the same resort to the Court of Appeals and the 
same remedy in equity as to the applicant for a patent 
under Section 4915.” 
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17 In Coe v. Hobart, 70 Appeals D. C. 2,102 Fed. (2d) 
270, the Court said: 

“It is contended that the Commissioner, if not a necessary 
party, is at least a proper and therefore an adverse party. 
But even if he were a proper party to a suit to review his 
award of priority, we think he would not be ‘adverse’ 
within the meaning of the statute. The Commissioner has 
not the slightest interest adverse to the plaintiff; whether 
plaintiff or defendant gets a patent, the Commissioner 
neither gains nor loses. ‘To hold that the plaintiff by mak¬ 
ing a mere formal party a co-defendant can compel the real 
defendant, the real party in interest, to come form any part 
of the United States and defend his rights in the District 
of Columbia would conflict with the general purpose of Con¬ 
gress as appears from the fact that ordinary suits in the 
Federal courts must be brought in the district in which the 
defendant resides.” 

Eno v. Coe, 70 Appeals D. C. 337, 106 Fed. (2d) 858, was 
a suit to require the Commissioner to cancel a registration 
of a trade mark. The bill was dismissed as to defendant 
Deshayes (a resident of Massachusetts) on the ground of 
residence and the case proceeded upon a supplemental bill 
against the Commissioner as sole defendant. In remanding 
the case for dismissal because of the absence of an indis¬ 
pensable! party, the Court reaffirmed its holdings in the 
Hobart and Alexandrine cases, supra. 

Counsel for plaintiff contends that the ruling in Tomlin¬ 
son of High Point v. Coe, 74 Appeals D. C. 364, 123 Fed. 
(2d) 65, overrules the Hobart case, supra. In the Tomlin¬ 
son case a suit was filed to require the Commissioner to 
register ia trade mark and only the Commissioner was 
named as a defendant, although the opposer of the request 
for registration was named in the body of the Complaint. 
Mr. Justice Miller, speaking for the Court, contrary to 
overruling the Hobart case, specifically distinguishes the 
facts in the Tomlinson case from those in the Hobart and 
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Eno cases. The Hobart case is also cited with approval in 

Robinson v. Wayne-Appeals D. C.-, decided May 

29, 1943. 

Since the Court does not have jurisdiction over defen¬ 
dant Carney, it would appear that this brings the present 
case squarely in line with the Eno case, supra. 

18 Grounds 2 and 3, therefore, are sustained and the 
Motion to Dismiss is granted. Appropriate order 

may be submitted. 

Done this 25tli day of June, 1943. 

EDWARD C. EICHER 
Chief Justice. 

• ••*•••••• 

19 Endorsed: Filed Jun 29 1943 Charles E. Stewart, 
Clerk 

Motion for Re-Argument of Motion to Dismiss and for 
Leave to File Additional Authorities 

Comes now the plaintiff, Thorne, Xeale & Co., Incor¬ 
porated, a corporation, by and through its attorney, and 
moves this Honorable Court to grant a re-hearing of the 
argument on the motion to dismiss and to grant the plain¬ 
tiff leave to file additional authorities in support of its 
answer to the motion to dismiss, for the following reasons: 

1. That the defendant, William Roy Carney, has volun¬ 
tarily submitted to the jurisdiction of this Honorable Court 
and has therefore waived the defense of lack of jurisdiction 
over his person, in that said plaintiff has raised the ques¬ 
tion of whether or not the complaint states a cause of ac¬ 
tion against the Commissioner of Patents as well as the 
defendant, William Roy Carney. 

2. That at the previous hearing on the motion sufficient 
time vras not afforded for a full discussion of the authori¬ 
ties involving the question of jurisdiction of the subject 
matter. 

3. That plaintiff respectfully submits that the 

20 case of Eno v. Coe, 70 App. D. C. 337,106 F. 2d 858, 


18 


can be distinguised from the case at bar and is not con¬ 
trolling. 

4. That the reference to the Hobart case in the decision 
handed down by the United States Court of Appeals for 

the District of Columbia, in Robinson v. Wayne,-App. 

D. C. —S decided May 29, 1943, can thoroughly be dis¬ 
tinguished from the case at bar in that the Hobart case was 
a patent interference case in which the sole question for 
the Commissioner to determine was priority and not pat¬ 
entability. 

5. That this Honorable Court in the case of American 
Bio-Chemical Corporation v. Conway P. Coe, defendant, 
and Miles Laboratories, Inc., intervenor defendant, Mr. 
Justice Pine presiding, denied the motion of the Commis¬ 
sioner of Patents to dismiss the complaint, and held that 
this Honorable Court had jurisdiction to proceed against 
the Comihissioner of Patents as sole defendant in a case 
wherein the plaintiff was an applicant for registration in 
the Pateht Office and had been denied registration by rea¬ 
son of the opposition of the owner of a registered trade¬ 
mark. This case is clearly in point with the case at bar, and 
it is submitted that it is authority for the plaintiff to pro¬ 
ceed in the instant case against the defendant, Conway P. 
Coe, Commissioner of Patents, irrespective of the presence 
of the defendant, William Roy Carney. The final order in 
the above cited case was entered by Mr. Justice Letts on 
the 19th dav of Februarv, 1943. 

6. In Bradstone Rubber Co. v. Coe, District Court of the 
United States for the District of Columbia, decided June 
21, 1940, Mr. Justice Bailey presiding, the case was consid¬ 
ered on its merits wherein the plaintiff had been denied 
registration of its trade-mark by the Commissioner of Pat¬ 
ents, and had also dismissed the opposition of the opposer 
registrant. This case clearly gives jurisdiction to this 
Court to proceed with the case against the Commissioner 

of Patents, irrespective of the presence of the de- 
21 fendant, William Roy Carney. 
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It is respectfully submitted, however, that Title 35, 
U. S. Code, Section 72a, clearly contemplates a case such 
as the case at bar, and confers jurisdiction upon this Hon¬ 
orable Court over the non-resident defendant Carney as 
well as the Honorable Commissioner of Patents. 
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Respectfully, 

DONALD S. CARUTHERS 
Attorney for Plaintiff 
Washington Loan & Trust Bldg. 
Washington, D. C. 

• •*•••••• 

Endorsed: Filed July 2 1943 Charles E. Stewart, 
Clerk 

Order 


Upon consideration of the motion filed herein on June 14, 
1943 as well as the motion for re-argument filed by plaintiff 
June 29th, 1943, on both of which motions hearings were 
had, it is this 2nd day of July, 1943 
Ordered, that the motion of defendant William Roy Car¬ 
ney to dismiss the complaint as to him, because of lack of 
jurisdiction over his person, be and the same is hereby 
granted; and, it is further 

Ordered, that the entire cause of action be and the same 
is hereby dismissed for the the reason that in the absence 
of defendant Carney, an indispensable party to the pro¬ 
ceedings, the Commissioner of Patents is not an adverse 
party within the meaning of Title 35, U. S. Code, Sec. 72a, 
such as to entitle plaintiff to bring the action in the Dis¬ 
trict Court of the United States for the District of 
Columbia. 

EDWARD C. EICHER 
Chief Justice 





BRIEF FOR APPELLEE 


©ntteb States Court of Appeals 

I>I5TKh'T or OJLFMBIA 


Appeal Xo. SGOO 

Thorne. Xeale & Co.. Incorporated, appellant 

v. 

Conway P. Coe. Commissioner of Patents and 
William Roy Carney, appellees 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF 
THE I'yiTED STATES FOR THE DISTRICT OF COLUMBIA 


W. W. COCHRAN. 

Solicitor. U. S. Potent Office. 

■ Washington. D. C. 

Attorney for Appellee. 

E. L. REYNOLDS. 

Of Counsel. 






INDEX 


Pas* 

Introduction_ 1 

Summary of argument_____ 2 

Argument____._.__ 2 

Conclusion_____ 11 

Authorities cited: 

Alexandrene v. Coe, 63 App. D. C. 227, 71 F (2d) 34S_ 9 

Baldwin v. Robertson et al, 265 U. S. 168.. 8 

Coe v. Hobart, 70 App. D. C. 2...... 3 

Drackett Co. v. Chamberlain Co., 10 F. Sup. Sol, 81 F (2d) 866. _ 10 

Eno v. Coe, 70 App. D. C. 337..... 4 

Great Bear Spring Co. v. Bear Lithia Co. 47 App. D. C. 434_ 6 

Jax Ice &. Cold Storage Co. v. Coe et al, 73 App. D. C. 127_ 4 

Pennzoil Co., The v. Hercules Powder Co., 95 F (2d) 335, 25 C. C. P. 

A. 968. 8 

Radtke Patents Corporation v. Coe et al, 74 App. D. C. 251__ 5 

Tomlinson v. Coe, 74 App. D. C. 364, 123 F (2d) 64...._ 9 

(I) 


560539—43 












fHrnteb States Court of Appeals: 

DISTRICT OF COLUMBIA 


Appeal No. 8600 

Thorne, Neale & Co., Incorporated, appellant 

v. 

Conway P. Coe, Commissioner of Patents, and 
Wilt jam Roy Carney, appellees 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF 
THE UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOB THE COMMISSIONER OF PATENTS 


intboduction 

This is an appeal by Thorne, Neale and Co., an 
applicant for the registration of a trade-mark, from 
the order (19) 1 of the District Court of the United 
States for the District of Columbia, dismissing, for 
want of jurisdiction, the appellant’s so-called complaint 
under R. S. 4915 (U. S. C., title 35, sec. 63) to author¬ 
ize the appellee, Conway P. Coe, Commissioner of 
Patents, to register the mark. The refusal to register 
the mark was based on an interference proceeding in 
the United States Patent Office, which involved the 

1 The numbers in parentheses refer to pages in appellant’s 
appendix. 
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appellant and William Roy Carney, who was named 
as a defendant in the complaint. As stated in the 
complaint (6), the final decision in the Patent Office 
held that the appellant had failed to establish owner¬ 
ship of the mark in question as against Carney, who 
was held to be the prima facie owner of a prior regis¬ 
tration. On motion by Carney, the Court below dis¬ 
missed the complaint as to Carney on the grounds that 
he was not a resident of the District of Columbia and 
that, since the Commissioner of Patents is not an ad¬ 
verse party within the meaning of Title 35, U. S. C., 
see. 72a, the Court did not obtain jurisdiction of 
Carney by the joinder, in the complaint, of the Com¬ 
missioner of Patents as a codefendant. The Court, of 
its own motion, then dismissed the complaint as to the 
Commissioner, on the ground that Carney was an in¬ 
dispensable party and that the action should not pro¬ 
ceed in his absence. 

SUMMARY OF ARGUMENT 

1. The Commissioner of Patents is not an adverse 
party within the meaning of title 35, section 72a of 
the U. S. Code in an action arising out of an inter¬ 
ference proceeding in the Patent Office. 

2. In an action against the Commissioner of Patents 
under R. S. 4915, by one party to an interference in 
the Patent Office, the opposing party in the interfer¬ 
ence is an indispensable party to the action. 

ARGUMENT 

While it is argued by the appellant that the appellee 
Carney has entered a general appearance and is pre- 
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eluded from questioning the Court’s jurisdiction, this 
contention was overruled by the lower Court, for rea¬ 
sons which are clearly sound and which appear to 
require no further discussion here. The dismissal of 
the complaint, so far as the appellee Coe is concerned, 
depends upon two propositions, first that the Court 
has no jurisdiction t>f the appellee Camey, and second 
that, in the absence of Carney, the action cannot pro¬ 
ceed against the Commissioner of Patents alone. Both 
these propositions, it is submitted, are entirely sound. 

The appellee, Camey, admittedly is not a resident 
of the District of Columbia. If the lower Court has 
jurisdiction of him it must be by reason of the U. S. C. 
title 35, sec. 72a, which gives it jurisdiction of actions 
in which there are “adverse parties residing in a 
plurality of districts not embraced within the same 
state.” This section is clearly inapplicable here 
unless the Commissioner of Patents is an “adverse 
party” within the meaning of the expression just 
quoted. 

The present action arises out of a trade-mark inter¬ 
ference in the Patent Office between a registered 
mark owned by Carney and an application by the 
appellant for registration of substantially the same 
mark. In that interference, as appears from para¬ 
graph 11 of the complaint (6) the examiner of inter¬ 
ferences awarded priority to the appellant and held 
appellant entitled to registration, but this holding 
was reversed by the First Assistant Commissioner. 

In the case of Coe v. Hobart, 70 App. D. C. 2, in 
which the unsuccessful party to an interference be- 
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tween patent applications filed a complaint against 
the Commissioner under R. S. 4915, this Court said: 

But even if he (the Commissioner) were a 
proper party to a suit to review his award of 
priority, we think he would not be “adverse” 
within the meaning of the statute. The Com¬ 
missioner has not the slightest interest adverse 
to plaintiff; whether plaintiff or defendant gets 
a patent the Commissioner neither gains nor 
loses. 

This holding obviously applies to trade-mark inter¬ 
ferences in exactly the same manner as to patent in¬ 
terferences, and the decision just cited therefore 
appears to be controlling here. The holding was re¬ 
affirmed in Eno v. Coe, 70 App. D. C. 337 and again 
in Jax Ice and Cold Storage Co. v. Coe et at., 73 App. 
D. C. 127. The last two cases involved actions arising 
out of inter partes trade-mark proceedings in the 
Patent Office. 

As against these unequivocal holdings, the appellant 
has presented no case in which the Commissioner of 
Patents has been held to be adverse to any party in 
an action arising from an inter partes proceeding in 
the Patent Office; and no such decision has been found. 
It is submitted, therefore, that the lower Court was 
clearly right in holding that the Commissioner is not 
an adverse party in the present case. The function 
of the Comissioner in interference proceedings is of 
a judicial nature, and he is no more adverse to the 
losing party than any judge is adverse to a party 
against whom he decides a case. 
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It may be noted that, if the appellant’s contention 
is sustained, any losing party in a patent or trade¬ 
mark interference will be enabled to maintain an 
action under R. S. 4915 in the District of Columbia 
by simply joining the Commissioner as an adverse 
party. It would thus be purely optional with the 
plaintiff whether the opposing party in the interfer¬ 
ence should be sued in his own district or compelled 
to defend a suit in the District of Columbia. It is 
not thought that the statute intended to allow such 
a choice of jurisdiction. 

The decision in Radtke Patents Corporation v. Coe 
et at., 14, App. D. C. 251, merely holds the Commis¬ 
sioner to be a proper party; it does not hold him to 
be adverse to anyone. That action was properly 
brought in the District of Columbia because of the 
presence of a plurality of adverse parties other than 
the Commissioner. 

It remains to be considered whether the unsuccessful 
party in a trade-mark interference can maintain an 
action under R. S. 4915 against the Commissioner 
alone. In this connection it should be noted that an 
interference is a contest between parties who are 
claiming priority as to the same thing. A holding 
that one of them is prior is necessarily a holding that 
the other is not; and, since there cannot be two con¬ 
current valid registrations of the same mark, a hold¬ 
ing that the appellant is entitled to register the mark 
here involved is equivalent to a holding that Carney’s 
outstanding registration is invalid and should be can¬ 
celled. This fact was fully recognized and clearly 
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stated by this Court in Great Bear Spring Co. v. Bear 
Lithia Co., 47 App. D. C. 434. That case involved an 
action to cancel a registration of a trade-mark, which 
action was instituted after the owner of the registration 
had unsuccessfully contested an interference involving 
the mark. In holding that cancellation should be 
granted, and referring to the interference judgment, 
the Court said: 

The right to cancellation depends upon that 
judgment. It determined that appellee “was 
entitled to have its trade-mark registered” and, 
as a corollary of this appellant’s registration 
of the same mark must be unlawful; hence it 
should be erased. To succeed here appellant 
must destroy the effect of that judgment—by 
having retried questions which inhere in it— 
which, indeed, is what it seeks to do. But the 
judgment is unassailable in this proceeding. 
* * * It would be unreasonable to hold that 
appellee had the right to register the trade¬ 
mark and then say it could not .have cancelled 
the wrongful registration given to appellant for 
the same mark. 

The complaint in this case (10) seeks to have the 
Court decree that “plaintiff is entitled according to 
law” to have registered the mark which was in issue 
in the interference. In view of the decision last cited, 
it would be a necessary corollary of such a decree that 
Carney’s registration of this mark should be canceled. 
Clearly, therefore, the present action is, in effect, a 
proceeding to cancel Carney’s registration since, if the 
plaintiff is successful here, such cancellation will be 
merely a pro forma proceeding. 
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In view of the above, this case appears to be on 
all fours with Eno v. Coe, supra, in which it was held 
that the registrant of a trade-mark is an indispensable 
party in an action to cancel the mark. The distinction 
between the two cases is one of form only. In the 
Eno case the relief sought was cancellation, while here 
it is a decree which would have cancellation as a 
necessary corollary. Under the circumstances the 
statement in appellant’s brief (pages 21 and 22) to 
the effect that the decision in this case would not de¬ 
prive Carney of any property or interest, nor effect 
the cancellation of his mark, will be seen to be true 
only in a highly technical sense. Actually, Carney 
will be very materially injured if plaintiffs are 
granted the relief sought, and the cancellation of his 
mark, though not actually effected, will be a foregone 
conclusion. To allow the appellant to maintain this 
action against the Commissioner alone when, under the 
Eno decision, he could not seek the cancellation of the 
mark in the absence of Carney, would be to permit 
him to do indirectly what he cannot do directly. 

The decision in Jax Ice Co. v. Coe et at, supra, was 
similar to the Eno case, which it affirms. The Jax Ice 
case, however, like the present case, was brought 
against the Commissioner and the registrant of the 
mark against which the cancellation proceeding was 
instituted, and the action was held properly dismissed 
as to both defendants. That case is therefore in point 
here on the dismissal of the action as to both defend¬ 
ants. Certiorari in the Jax Ice case was denied by 
the Supreme Court of the United States (313 U. S. 
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561). This denial of certiorari constituted a refusal 
to review the rulings on the two principal issues in 
the present case, namely, whether the Commissioner 
is an adverse party, and whether he could be sued in 
the absence of a registrant whose mark was being 
adjudicated. 

The authorities relied on by the appellant in sup¬ 
port of his position that he is entitled to maintain 
the action against the Commissioner alone, are not 
thought to be in point. The dicta from the decision 
in U. S. ex rel Baldwin v. Boibertson et al, 265 U. S. 
168, which are quoted on page 12 of appellant’s brief, 
were considered by this Court in the Eno case and 
held to be not controlling, and they are clearly no 
more controlling here. These dicta were also con¬ 
sidered by the United States Court of Customs and 
Patent Appeals in The Pennzoil Co. v. Hercules 
Powder Co., 95 F. (2d) 339, 25 C. C. P. A. 968, and it 
was held that they should not be literally construed 
and broadly applied in the manner urged by the ap¬ 
pellant here. 

Moreover, if the Baldwin v. Robertson decision is 
contrary to the ruling of the lower Court in the pres¬ 
ent case, it is equally contrary to the decision reached 
by this Court in the Jax Ice case, since the Jax Ice 
Co., as a dissatisfied party to an application for the 
cancellation of a registration, had a right of appeal 
under section 9 of the Trade-Mark Act and hence, 
under a literal interpretation of the dicta in Baldwin 
v. Robertson, should have been entitled to “a remedy 
in equity against the Commissioner.” The briefs in 
the Jax Ice case show that the Baldwin v. Robertson 
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decision was heavily relied on by the appellant. The 
refusal to grant certiorari, therefore, amounts to a 
holding that there is nothing in that decision which 
will either permit the joining of the Commissioner 
of Patents as an adverse party, or an action against 
him alone, in a proceeding to cancel a registration. 
Since, as already noted, the present action is equiv¬ 
alent to a cancellation proceeding, the Baldwin v. 
Robertson dicta are no more controlling or pertinent 
here. 

The case of Alexandrene v. Coe, 63 App. D. C. 227, 
71 F (2d) 348, held that a party who had instituted 
a proceeding to cancel a registered trade-mark was 
not an indispensable party to an action by the regis¬ 
trant to restrain the Commissioner from such can¬ 
cellation. This case was specifically cited by the Court 
in the Eno decision and was distinguished on the 
ground that in the Alexandrene case the plaintiff 
sought merely to prevent cancellation of his own 
mark, while in the Eno case it was sought to cancel 
the registration of another’s mark. Moreover, if the 
Alexandrene decision is to any extent in conflict with 
the decision appealed from here, it is similarly in 
conflict with the later Eno and Jax Ice Co. decisions 
and must be considered as overruled by them. 

The case of Tomlinson v. Coe, 74 App. D. C. 364, 
123 F. (2d) 64, involved a suit by a party who had 
been refused registration of a trade-mark after a pro¬ 
ceeding in the Patent Office in which registration was 
opposed by another party who was not a registrant. 
The Tomlinson decision does not overrule that in the 
Eno case, but specifically distinguishes from it on the 


ground that, in the Eno case, there was a registration 
of the mark in favor of the adverse applicant, whereas 
in the Tomlinson case there was none. In the present 
case there is a registration in favor of Carney and the 
situation thus comes clearly under the Eno decision 
and not under that in the Tomlinson case. 

In Drackett Co. v. Chamberlain Co., 10 F. Sup. 851, 
affirmed, 81 F. (2d) 866, in which the Commissioner 
of Patents was held to be an essential party, it was 
stated that: 

' It is only when there is an award of priority 
between two contesting applicants that this 
Court could review proceedings in the Patent 
Office under Section 4915, in a suit of one ap¬ 
plicant against the other. There was no such 
award in the instant case. The trade-marks 
sought to be registered were held to be nonreg- 
istrable by the Commissioner of Patents, there¬ 
fore deciding against the claims of both the 
plaintiff and the defendant. 

In the present case there was an award of priority, and 
no holding that the mark was nonregistrable to both 
contestants. The Drackett case, therefore, is clearly 
not in point. 

The appellant urges that the lower Court should 
not have dismissed the complaint as to the Commis¬ 
sioner in the absence of an answer or motion by him. 
It may be noted that the Commissioner was repre¬ 
sented at the hearing on Carney’s motion to dismiss, 
and concurred in the dismissal as to himself. Obvi¬ 
ously the Court had the right to dismiss the action 
if it found itself without jurisdiction to try it, whether 
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or not the question of jurisdiction was raised by the 
parties. 

The appellant also seems to contend that Carney’s 
assignment of the registration involved in the inter¬ 
ference is invalid and that, for this reason, Carney 
is not an indispensable party. Carney’s assignment 
is recorded and he is the prima facie owner of the 
registration. Obviously, this registration cannot be 
adjudicated in his absence merely on the suggestion 
that his assignment is defective. It is fully as essen¬ 
tial that Carney be a party to any proceeding seeking 
to show his assignment to be invalid as that he be a 
party to any adjudication of the validity of the regis¬ 
tration itself. 

CONCLUSION 

It is submitted that the Commissioner of Patents 
is not an adverse party in cases of the kind here in¬ 
volved; that William Roy Carney, as owner of the 
registered trade-mark here in controversy, is an in¬ 
dispensable party to this proceeding which, in effect, 
seeks an adjudication of the validity of the registra¬ 
tion; and that the complaint was properly dismissed 
as to both defendants. The decision appealed from 
should, therefore, be affirmed. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 

Attorney for Appellee. 

E. L. Reynolds, 

Of Counsel. 

November 1943. 
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In The 


United States Court of Appeals 

FOE THE DISTRICT OF COLOMBIA 

No. 8600 

THORNE, NEALE & CO., INCORPORATED, 

Appellant, 

v. 

CONWAY P. COE, COMMISSIONER OF PATENTS, 
and WILLIAM ROY CARNEY, 

Appellees. 

Appeal from the District Court of the United States 
For the District of Columbia. 


BRIEF FOR WILLIAM ROY CARNEY, APPELLEE. 

Statement of Case. 

The appellant, Thorne, Neale & Co., Incorporated, has 
appealed from the Order (Appellant’s App. 19) granting 
appellee Carney’s motion (Appellant’s App. 11) to dis¬ 
miss the complaint (Appellant’s App. 2), “because of lack 
of jurisdiction over his person”, and that “the entire 
cause of action be and the same is hereby dismissed for 
the reason that in the absence of defendant Carney, an in¬ 
dispensable party to the proceedings, the Commissioner 
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of Patents is not an adverse party within the meaning 
of Title 35, U. S. Code, Sec. 72a, such as to entitle plain¬ 
tiff to bring the action in the District Court of the United 
States for the District of Columbia”. (Note: Sec. 72a is 
printed on pages 5 and 6 of Brief for Appellant.) 

The complaint (Appellant’s App. 2) was purported to 
be filed under Section 4915, R. S., 35 U. S. C., Chapter 2, 
Section 63, for a decree authorizing and directing the 
appellee Conway P. Coe, Commissioner of Patents, to 
register a trade-mark claimed by the appellant. The 
First' Assistant Commissioner of Patents refused the 
registration (Appellant’s App. 6), holding that appellant 
had failed to establish ownership of the trade-mark as 
against this appellee, William Roy Carney, the record 
owner by assignment of a prior registration of a similar 
trade-mark. The complaint also seeks a decree that said 
assignment “is invalid and void” (Appellant’s App. 10, 
paragraph 11). 


THE ISSUES. 

In the opinion of Chief Justice Eicher, filed June 25, 
1943, (Appellant’s App. 14) he said: 

“In the hearing on the Motion to Dismiss, there 
were two questions raised: (1) Has the court juris¬ 
diction over defendant Carney by reason of an al¬ 
leged general appearance; and (2) Is the Com¬ 
missioner an adverse party within the meaning of 
subdivision 72a of Title 35, U. S. Code?” 

The District Court correctly answered both questions in 
the negative. 
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SUMMARY OF ARGUMENT. 


I. The appellee, William Roy Carney, being a resident 
of the City of Chicago, State of Illinois (Appellant’s 
App. 12) and not present or found or served in the Dis¬ 
trict of Columbia, there is obviously lack of jurisdiction 
over his person by the District Court of the United States 
for the District of Columbia. In paragraph 3 of the com¬ 
plaint (Appellant’s App. 2) it is stated: 

“The defendant, William Roy Carney, is believed 
to be a resident of the State of Illinois, and has an 
office located at 33 South Clark Street, Chicago, 
Illinois.” 

The District Court therefore was correct in dismissing 
the complaint for lack of jurisdiction over his person. 
Title 28 U. S. C. A., Judicial Code and Judiciary, Sec. 
112a. 

II. The appellant’s contention that the appellee has 
voluntarily submitted to the jurisdiction of the District 
Court and waived his special appearance is without merit. 
In appellee’s motion to dismiss the complaint (Appellant’s 
App. 11) he alleged, as one of the three grounds for dis¬ 
missal of the complaint: “To dismiss the action because 
the complaint fails to state a claim against defendants 
upon which relief can be granted.” 

That ground for dismissal is one of the six defenses 
enumerated in Rule 12(b), Federal Rules of Civil Pro¬ 
cedure. The other two defenses specified in the Motion 
to Dismiss (Appellant’s App. 11-12) are lack of juris¬ 
diction over the person of William Roy Carney, a non- 
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resident, and that Conway P. Coe, Commissioner of 
Patents, is not an adverse party within the meaning of 
TJ. S. C. Title 35, sec. 72a. 

Rule 12(b) expressly provides: 

“No defense or objection is waived by being joined 
with one or more other defenses or objections in a 
responsive pleading or motion.” 

As found by Chief Justice Eicher, in his opinion filed 
June 25, 1943 (Appellant’s App. 14, at page 15): 

“It would appear, therefore, that by joining with 
the defenses enumerated (1) to (5) of Rule 12(b) 
with the defense of failure to state a claim upon 
which relief can be granted, defendant Carney has 
not waived any of his rights and, consequently, the 
Court has no jurisdiction over his person.” 

III. The entire cause of action was properly dismissed 
for the reason that in the absence of defendant Carney, 
an indispensable party to the proceedings, the Commis¬ 
sioner of Patents is not an adverse party within the 
meaning of Title 35, U. S. Code, Sec. 72a, such as to 
entitle the appellant to bring action in the District Court 
of the United States for the District of Columbia. It is 
now definitely established by decisions of this Court that 
the Commissioner of Patents is not an adverse party in 
an action under R. S. 4915, and that in the absence of 
an indispensable party, such as the appellee, William Roy 
Carney, who is the record owner of the trade-mark and 
the prior registration thereof in the Patent Office, the 
entire action should he dismissed. 
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ARGUMENT. 


Point I. 

The appellee, William Roy Carney, being a resident 
of the City of Chicago, State of Illinois, and not found or 
present or served within the District of Columbia, is not 
subject to the jurisdiction of the District Court of the 
United States for the District of Columbia, and the com¬ 
plaint was properly dismissed as to him. There is no 
dispute as to the fact of non-residence of William Roy 
Carney. The complaint in paragraph 3 (Appellant’s 
App. 2) admits that: “The defendant, William Roy Car¬ 
ney, is believed to be a resident of the State of Illinois, 
and has an office located at 33 South Clark Street, Chi¬ 
cago, Illinois.” 28 U. S. C. A., Sec. 112 (a). 


Point IL 

The appellee entered his special appearance in the Dis¬ 
trict Court to file his motion to dismiss (Appellant’s App. 
11) under Rule 12(b), Federal Rules of Civil Procedure. 
The District Court fully considered the appellant’s argu¬ 
ment that appellee had waived his special appearance 
by joining in the said motion to dismiss the additional 
ground that, “The complaint fails to state a claim against 
defendants upon which relief can be granted.’’ (Appel¬ 
lant’s App. 11). 

Chief Justice Eicher said in his opinion (Appellant’s 
App. 14): 

“Rule 12(b) of the Federal Rules of Civil Pro¬ 
cedure provides that ‘No defense or objection is 
waived by being joined with one or more other de¬ 
fenses or objections in a responsive pleading or 
motion.’ • • • 
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‘‘After a lengthy discussion of Rule 12(b), it is 
stated in 1 Moore’s Federal Practice 649: 

‘Special appearances are no longer necessary in 

any case. A party who proceeds in accordance 

with Rule 12 can raise anv and all defense without 

• 

waiver.’ ” 

Chief Justice Richer also said: 

“Rule 12(g), in my opinion, is designed to encour¬ 
age the consolidation of motions and to discourage 
the dilatory device of making them in series and no 
waiver results from failure to exercise the option 
therein conferred. It appears also from Rule 12(h) 
that waiver of any particular defense results only 
frorii affirmative failure to present it. Smith v. Bet- 
mote ,, (D. C. Wash.) 1 F. R. D. 633, is not persuasive 
to the contrary.’’ 

The opinion of the District Court was also adhered to 
by its Order of dismissal (Appellant’s App. 19) after 
oral argument was had on appellant’s “Motion for Re¬ 
argument” (Appellant’s App. 17). 

The Subjects of “special appearance” and “waiver” 
under Rule 12(b) of Federal Rules of Civil Procedure 
are discussed in Volume 1 of Moore’s Federal Practice 
Under the New Federal Rules, at pages 626, 627, 638, and 
649. 

The following are some recent decisions pertaining to 
Rule 12(b), particularly on the questions of “special 
appearance” and “waiver”: 

In Cooper v. Burton, 75 App. D. C. 298; 127 Fed. (2d) 
741, this Court ruled that in an equity case, a special 
appearance is not “waived” by challenging the jurisdic¬ 
tion on matters appearing on the face of the bill. 
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In Blank v. Bitker, C. C. A. 7, June 10, 1943, 135 Fed. 
(2d) 962, the defendant had answered to the merits, taken 
a deposition, and obtained extensions of time to answer. 
The Court ruled that under New Federal Rules prior 
practice as to waiver was changed, so that defenses to 
merits may now be set up in the same pleading which 
includes defenses of lack of jurisdiction of the person 
and wrong venue, without waiving the latter defenses. 

Special appearances to challenge jurisdiction over the 
person or improper venue are no longer necessary under 
Federal Rule 12(b), which states that no defense or ob¬ 
jection is waived by being joined with one or more other 
defenses or objections in a responsive pleading. 

“A further cogent reason is the statute providing that 
no civil suit shall be brought in any District Court against 
any person by an original process in any other district 
than that where he is an inhabitant.” 28 U. S. C. A., Sec. 
112a. 

“Special appearances to challenge jurisdiction 
over the person or improper venue are not neces¬ 
sary. Objections that the court has not secured juris¬ 
diction over the defendant or that the venue is im¬ 
proper may be pleaded in the answer, and the de¬ 
fendant waives nothing by so doing.” Orange Theatre 
Corporation v. Rayhertz Amusement Corporation, 5 
Fed. R. S. 12(b) 21, Case No. 2. 

A special appearance was not necessary where 
service had not been made upon the Secretary of 
Agriculture. The Secretary of Agriculture waived 
nothing by his motion to dismiss. The motion to dis¬ 
miss was properly presented under Rule 12(b) of 
the Rules of Civil Procedure for the District Courts 
of the United States. 28 U. S. C. A. following Sec. 
723c. Since the Secretary of Agriculture was a 


8 


necessary and indispensable party and since it ap¬ 
pears that no sendee has been made upon him, the 
motion to dismiss should be allowed. Massachusetts 
Farmers Defense Comm. v. United States, 26 Fed. 
Supp. 941. (Mass. 1939). 

Affidavits filed in support of a motion to quash the 
return of service on the ground of improper venue 
are not in the nature of an answer, and do not amount 
to a “general appearance.’’ No defense or objection 
is waived by being joined with one or more other 
defenses or objections in a responsive pleading or 
motion under Rule 12(b), 28 T. S. C. following Sec¬ 
tion 723. Erickson v. Emerson (S. D. N. Y. 1941), 
40 Fed. Supp. 844. 

Defendant did not enter “general appearance” in 
state court by filing of the defendant’s motion to set 
aside default judgment. Motion to quash sendee of 
summons did not constitute “general appearance.” 
Phillips v. Manufacturers Trust Co., (C. C. A. 9, 
1939), 101 Fed. (2d) 723. 

The appellant apparently relies upon the opinion of 
Judge Schwellenbaeh in the case of Smith v. Bebnore, 
reported in 1 Federal Rules Dec. 733 (4 Fed. 12(b) 23, 
Case No. 3), wherein he decided that Rule 12 does not 
change the old rule with regard to waiver. However, a 
thorough search of the reported decisions does not dis¬ 
close any case where Judge Schwellenbaeh’s opinion has 
been followed. In any event, the facts in that case are 
different from those in the case at bar. 

Chief Justice Richer in his opinion (Appellant’s App. 
14, at page 15) said: 

“It appears also from Rule 12(h) that waiver of 
any particular defense results only from affirmative 
failure to present it. Smith v. Bebnore, (D. C. Wash.) 
F. R. D. 633, is not persuasive to the contrary.” 
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Rule 12(b) expressly states that, “No defense or ob¬ 
jection is waived by being joined with one or more de¬ 
fenses or objections in a responsive pleading or motion.” 
The appellee Carney did not waive the defenses or ob¬ 
jections specified in his Motion to Dismiss (Appellant’s 
App. 11-12), namely, lack of jurisdiction over his person 
and that the Commissioner of Patents is not an adverse 
party, merely because he joined such two defenses or 
objections with another defense or objection that the 
complaint fails to state a cause of action. 

Point III. 

The entire action was properly dismissed by the Dis¬ 
trict Court (Appellant’s App. 19) “for the reason that in 
the absence of defendant Carney, an indispensable party 
to the proceedings, the Commissioner of Patents is not 
an adverse party within the meaning of Title 35, U. S. 
Code, Sec. 72a, such as to entitle plaintiff to bring the 
action in the District Court of the United States for the 
District of Columbia.” 

In his opinion, (Appellant’s App. 14, page 15) Chief 
Justice Eicher said: 

“We come now to the question whether in the 
absence of defendant Carney, the Commissioner is 
an adverse party within the meaning of the statute. 
A careful search of authorities leads to the con¬ 
clusion that the question must be answered in the 
negative.” 

This case is governed by previous decisions of this 
Court, particularly the recent decision in Jax Ice Cold 
Storage Co., v. Conway P. Coe, U. S. Commissioner of 
Patents and Jackson Brewing Co., 73 App. D. C. 127 
(Cert. den. 61 S. Ct. 837); 118 Fed. (2d) 12, where this 
Court said: 
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“This case is governed by Coe v. Hobart Manu¬ 
facturing Cow pan it f 70 App. D. C. 2; 102 Fed. (2d) 
270; and J. C. Eno ( U. £.) Limited v. Coe, 70 App. 
D. C. 337; 100 Fed. (2d) 858. We have carefully con¬ 
sidered the earnest and thoughtful argument of ap¬ 
pellant’s counsel that we should overrule those cases, 
but we are still of the opinion that they were right¬ 
fully decided. The judgment appealed from is there¬ 
fore affirmed.'’ 

In that case the appellant sought a decree under R. S. 
4915, directing the Commissioner of Patents to cancel a 
trade-mark registration of that appellee. 

See also Coe, Commissioner of Patents v. Hobart Manu¬ 
facturing Company, 70 App. D. C. 2, 102 Fed. (2d) 270, 
and J. C. Eno (U. S.) Limited v. Coe, 70 App. D. C. 337; 
106 Fed. (2d) 858. 

William Roy Carney, the owner and assignee of rec¬ 
ord in the Patent Office of the prior registration No. 
174,444 (Appellant’s Brief 3) is a necessary and indis¬ 
pensable party. 

This is particularly true where, as here, the complaint 
(Appellant’s App. 10, paragraph 11) seeks a decree 
“that the alleged assignment of certificate of registra¬ 
tion No. 174,444 from Carney Coal Company by Quintin 
Johnstone, Jr., Treasurer, to William Roy Carney, was 
and is invalid and void and transferred no right, title 
or interest in or to certificate of registration No. 174,444 
or the trade-mark set forth therein to William Rov Car- 
ney.” Such a question cannot be decided in his absence 
from the jurisdiction. 
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The fact that said trade-mark, goodwill and registra¬ 
tion No. 174,444 were duly assigned to the appellee, the 
assignment being duly acknowledged before the proper 
officer and duly recorded in the Patent Office, in accord¬ 
ance with the requirements of the Act of February 20, 
1905, U. S. C. Title 15, Sec. 90, constitutes prima facie 
evidence of ownership thereof by William Roy Carney. 

In the complaint, (Appellant’s App. 3) it is admitted 
that: 

“5. The defendant, William Roy Carney, is named 
a party defendant, for the reason that the FiXaminer 
of Interferences, United States Patent Office, in de¬ 
claring an interference to exist between the plaintiff’s 
application for registration Serial No. 433,768 and 
trade-mark registration No. 174,444, a registration 
granted to the Harrisburg Coal Mining Company, 
stated: 

‘The assignment records of this office show that 
the registration of Harrisburg Coal Mining Com¬ 
pany, involved herein, is assigned to William Roy 
Carney, Chicago, Illinois. This assignee is there¬ 
fore recognized in this proceeding as having the 
prima facie right to exclusively defend the regis¬ 
tration of said Harrisburg Coal Mining Com¬ 
pany.’ ” 

In Rosenpart v. Ostrex, 30 C. C. P. A., (57 U. S. P. 

Q. 543) decided May 3, 1943, the Court said: 

“Where a trade-mark has been registered and as¬ 
signed, the assignment being acknowledged before a 
proper officer in accordance with the statute and 
placed of record agreeable to the provisions of the 
statute such assignment should be regarded as prima 
facie evidence of the assignee’s ownership of the 
mark.” 
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The District Court was correct in ordering (Appel¬ 
lant’s App. 19) that the entire cause of action be dis¬ 
missed “for the reason that in the absence of defendant 
Carney, an indispensable party to the proceedings, the 
Commissioner of Patents is not an adverse party.” 


CONCLUSION. 

It is respectfully submitted that the order of the Dis¬ 
trict Court dismissing the complaint is in accordance 
with the facts and the law applicable thereto and should 
be affirmed. 

Respectfully submitted, 

A. W. Murray, 

Attorney for 
William Roy Carney, 
Appellee. 

Of Counsel: 

Eugene E. Stevens, 

Washington, D. C. 
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Appeal No. 8600 

Thorne, Neale & Co., Incorporated, appellant 
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Conway P. Coe, Commissioner of Patents and 
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THE UNITED STATES FOR TIIE DISTRICT OF COLUMBIA 


SUPPLEMENTAL BRIEF FOR APPELLEE CONWAY P. COE, 
COMMISSIONER OF PATENTS 


INTRODUCTION 

It is assumed for the purposes of this brief that the 
assignments recorded in the Patent Office are prima 
facie evidence of ownership of trade-mark registra¬ 
tion No. 174,444 and that Carney’s motion to dismiss, 
being the equivalent of a demurrer, admits, for the 
purposes of this appeal, all allegations of fact prop¬ 
erly pleaded in the complaint. The following dis¬ 
cussion is confined to the question as to whether any 
such admission is sufficient to deprive Carney, for 
present purposes, of his position as prima facie owner 
of the mark sought to be registered by the appellant. 

(i) 


I 

i 

i 


i 

i 


2 


SUMMARY OP ARGUMENT 

1. Conclusions of law are not admitted by demurrer. 

2. The statement in the complaint (Appellant’s Ap¬ 
pendix; page 8) that the assignments through which 
Carney’s title is derived “are invalid, void and of no 
force and effect, and convey no interest, whatever in 
and to said trade-mark’’ is a mere conclusion of law 
and is not admitted by the motion to dismiss. 

3. There is no fact alleged in the complaint which 
would show Carney’s assignment to be invalid, nor 
is any fact set forth from which such invalidity must 
necessarily or could properly be inferred. 

ARGUMENT 

CONCLUSIONS OF LAW NOT ADMITTED 

The rule that conclusions of law are not admitted 
by demurrer is too well settled to require an extensive 
citation of authorities. The rule is stated as follows 
in Foster’s Federal Practice, 4th Edition, pages 474, 
475: 

A demurrer only admits facts well pleaded; 
it does not admit matters of inference and 
argument, however clearly stated. * * * A 
i demurrer does not admit conclusions of law, 
and in the construction of the bill they may be 
disregarded. 

Similarly, in 49 Corpus Juris, pages 44 and 45, it 
is said that: 

A conclusion of law does not aid the plead¬ 
ing and will be disregarded in determining the 
sufficiency of the facts alleged. 
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Cases supporting this proposition include— 

Cragin v. Lovell, 109 U. S. 195, 

Gould v. Evansville and C. R. R. Co., 91 
U. S. 526, 

Hopper v. Covington, 118 U. S. 148, and 

St. Louis K. <£• S. E. R. Co. v. United States, 
267 U. S. 346. 

AVERMENT THAT ASSIGNMENT IS VOID IS A CONCLUSION 

OF LAW 

The following statements of the law are found in 
49 Corpus Juris, pages 92 and 93: 

Likewise allegations that a contract is void, 
voidable, illegal, ultra vires or against public 
policy * * * without stating facts showing 
its invalidity are mere conclusions of law. 
***** 

So, general allegations as to the construc¬ 
tion and effect of a contract or the understand¬ 
ing of the parties as to its meaning are held 
to be conclusions of law. 

Cases in point are— 

Ritchie v. McMullen, 159 U. S. 235, and Naddo v. 
Bar don (C. C. A. 8th Cir.), 51 Fed. 493, in which 
averments that judgments were void were held to be 
conclusions of law and, in the latter case, such a 
statement was held insufficient to avoid a demurrer. 

Boothe v. Cheek (Supreme Court of Missouri), 161 
S. W. 791, 794, in which it was held that “ the con¬ 
clusion of law that Drain’s deed was ineffective is 
not an allegation of fact nor an allegation the trial 
court was obliged to notice.” 
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Savage v. Walshe, 26 Ala. 619, holding that an 
allegation that “said bank at the date of said note 
had no power or authority to make a contract and 
that said note is null and void’’ is merely a legal 
conclusion instead of a statement of fact and is 
demurrable. 

Johnson v. Kirby, 4 Pac. 458, 65 Cal. 482, in which 
it was held that an averment that an assignment of 
stock was void, without averring the facts constituting 
the invalidity, is a legal conclusion and is not ad¬ 
mitted by demurrer. 

Catlicart v. Peck, 11 Minn. 45, holding that in an 
action involving land, an allegation that a certain 
plat was “irregular, unlawful, and void and did not 
lawfully exist” states merely a conclusion of law. 

Louisville E. d‘ S. L. Ry . Co. v. Payne, 2 N. E. 582, 
103 Ind. 188, in which it was held that an averment 
that a judgment was “absolutely void” stated “merely 
the pleader's conclusion from facts which are not 
pleaded.” 

Rule v. Carey, 159 N. W. 699, 178 Iowa 184, hold¬ 
ing an allegation that a note was “illegal” stated a 
conclusion of law. 

Metcalfe v. Merchants’ and Planters’ Bank, 41 So. 
377, 89 Miss. 649, holding that £ charge that an assign¬ 
ment was not “lawfully executed” was demurrable 
as not stating facts to show in what particular it was 
unlawful. 

Rohrbach v. Hammill, 143 N. W. 872, 162 Iowa 
131, holding an allegation that a contract was void 
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under the statute of frauds stated merely a legal 
conclusion. 

Succession of Hernandez, 70 So. 63, 138 La. 134, 
to the effect that an allegation that a will was void 
under the laws of the state where made and of the 
testatrix’s domicile states a legal conclusion. 

Central Bank of West Lebanon v. Martin, 121 N. E. 
57, 70 Ind. App. 387, holding that, in an action on 
a note, an averment that the assignor corporation 
had no power to assign the note was a conclusion of 
law. 

It is submitted that these authorities amply estab¬ 
lish the proposition that an averment that an assign¬ 
ment or other paper is void states merely the plead¬ 
er’s conclusion and is not admitted by a demurrer or 
motion to dismiss. 

COMPLAINT ALLEGES NO FACTS SHOWING ASSIGNMENT 

INVALID 

The allegations of fact as to the assignment here 
in controversy are contained in paragraphs 13 and 14 
of the complaint (page 7 of Appellant’s Appendix). 
It may well be questioned whether the statement that 
the trustee in bankruptcy was “authorized and di¬ 
rected to abandon all claim,” etc., is anything more 
than a conclusion of law since the complaint obvi¬ 
ously does not set forth the exact language of the 
alleged authorization, but merely stales the pleader’s 
understanding as to its effect. As is stated in 49 
Corpus Juris, page 80: 

Where interpretation of public records and 
their legal effect is to be adjudged, good plead- 
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ing requires either that the records be set forth 
at length in the body of the pleading or that 
copies of them be filed. 

. However, for the purposes of this discussion, it will 
be assumed that the effect of the authorization was 
as alleged in the complaint. 

The facts which are alleged, and on the basis of 
which the Court is asked to hold a duly recorded 
assignment invalid are, therefore, as follows: Regis¬ 
tration No. 174,444 was granted to the Harrisburg 
Coal Mining Co., on October 16, 1923. That company 
was adjudged bankrupt and its affairs were wound 
up by Harry C. Lee, trustee in bankruptcy, who was 
discharged on August 29, 1934. On August 27, 1934, 
the said Lee was authorized by the Referee in Bank¬ 
ruptcy to abandon certain specified personal property, 
including the said registration. On October 17, 1940, 
there was filed in the Patent Office an.assignment by 
Lee, as trustee in bankruptcy, to the Carney Coal Co. 
This assignment, above Lee’s signature, bears the 
notation “Dated as of the 8th day of August 1934,” 
and purports to have been acknowledged on October 
7, 1940. Thereafter the Carney Coal Co. assigned to 
Carney by an assignment whose validity does not ap¬ 
pear to be questioned, except on the ground that the 
Carney Coal Co. did not acquire the registration by 
the first assignment. 

It is evident that no fact is alleged which, in and 
of itself, shows the assignment to the Carney Coal 
Company to be invalid, and it is submitted that in¬ 
validity may not fairly be inferred from the facts 
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alleged. The fact that acknowledgement was made 
long after the effective date of the assignment does 
not invalidate it. Section 10 of the Trade-Mark Act 
of 1905, under which this assignment is recorded, re¬ 
quires that acknowledgement shall be “according to 
the laws of the Country or State in which the same 
is executed.” The recording of the assignment, there¬ 
fore, is prima facie evidence of proper acknowledg¬ 
ment and there is no evidence, nor any allegation in 
the complaint, to suggest that the present assignment 
is defective in this particular. 

The fact that the registration was included on a list 
of assets of the Harrisburg Coal Co. which were to 
be abandoned is not controlling since, if the assign¬ 
ment was effective August 8,1934, as it purports to be, 
the Harrisburg Coal Co. had no interest in it on 
August 27, 1934, the date of the alleged abandonment. 

It seems to be the contention of the appellant that 
the assignment was not actually made until aiter the 
trustee in bankruptcy was discharged and that he 
thus had no power to make a valid assignment. How¬ 
ever, the assignment is dated “As of August 8, 1934” 
and should, prima facie, be given effect as if executed 
on that date (Horwitz v. N. Y. Life Ins. Co., 80 F. 
(2d) 295). Even if the words “as of” be taken as 
meaning that the actual execution took place on some 
other date, there is nothing to show that such date 
was subsequent to August 29, 1934, when the trustee 
was discharged. The assignment may have been 
executed before August 8, 1934, or between that date 
and August 29,1934. Moreover, in the absence of evi- 
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dence to the contrary, the presumption is that the 
trustee acted within his authority, which would not 
be the case if he made the assignment after he was 
discharged. A further presumption that the Carney 
Coal Company acquired a valid title is found in the 
fact that the appellant recognized this company as 
owning the mark, and represented it to the Patent 
Office as the owner, even before the assignment to the 
Carney Coal Co. was acknowledged or filed. (See 
paragraph 7 of the complaint, pages 3 and 4 of Ap¬ 
pellant’s Appendix.) 

To sum up: the allegation in the complaint that the 
assignment to the Carney Coal Company was void is 
a conclusion of law, is not admitted by the motion to 
dismiss and should be disregarded in construing the 
complaint. There is no allegation of any fact neces¬ 
sarily inconsistent with the validity of the assignment. 
The only alleged fact tending to suggest invalidity is 
the listing of registration No. 174,444 with the assets 
to be abandoned by the Harrisburg Coal Co., but any 
inference of invalidity which might be drawn from 
this circumstance is thought to be fully offset by the 
presumption that the trustee acted within his authority 
in assigning the mark and by Thome-Neale’s recogni¬ 
tion of the Camey Coal Co. as the owner of the reg¬ 
istration before the assignment was filed. Certainly 
no such clear inference that Carney’s assignments are 
void can be drawn from the pleading as would offset 
the prim a facie validity resulting from the recording 
of the assignments. 
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It should be noted that as shown by paragraph 7 
of the complaint (Appellant’s Appendix, page 4) the 
Patent Office was prepared to register the appellant’s 
mark until the Carney assignments were filed. Con¬ 
sequently, if these assignments can be shown or as¬ 
sumed to be invalid the appellant will be entitled to 
the registration sought. On the other hand, if the as¬ 
signments are valid, then under the Hobart, Eno, and 
Jax Ice decisions, Carney is an indispensable party. 
It follows that in an action involving only Thorne- 
Neale and the Commissioner of Patents the validity of 
the Carney assignments would necessarily be the sole 
issue. Manifestly, Carney is not only the party most 
interested in the validity of these assignments, but the 
one in the best position to offer evidence as to this 
matter. It seems evident, therefore, that, in the ab¬ 
sence of very clear and compelling reasons to the con¬ 
trary, Carney should be a party to Thome-Neale’s 
action to obtain registration. 

Clearly, there can be no final adjudication of the 
validity of Carney’s title in an action to which he is 
not a party. However, if this action proceeds against 
the Commissioner of Patents alone and the assign¬ 
ments are held to be void, the Court will have no alter¬ 
native, but must authorize the grant of Thome-Neale’s 
registration. Such action would deprive Carney of a 
very material right which he now has, namely, the 
status of prima facie owner of the mark under section 
16 of the 1905 Trade-Mark Act, and it is submitted 
that he should not be deprived of this right in a pro¬ 
ceeding to which he is not a party. 
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CONCLUSION 

It is ! submitted that the Carney's motion in the 
present 1 case cannot properly be taken as admitting 
that the assignments on which his title is based are 
void. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 

Attorney for Appellee Conway P. Coe, 

Commissioner of Patents. 

E. L. Reynolds, 

Of Counsel. 

May 1944. 
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IN THE 


United States Court of Appeals 

for the District of Columbia. 


No. 8600. 


THORNE, NEAL & CO., INCORPORATED, 

A CORPORATION, Appellant 

v. 

CONWAY P. COE, COMMISSIONER OF PATENTS, 
AND WILLIAM ROY CARNEY, Appellees 


Appeal from the District Court of the United States 
for the District of Columbia. 


ARGUMENT. 

The Solicitor, United States Patent Office, attorney for 
appellee Conway P. Coe, Commissioner of Patents, has 
made several statements in his brief that require answer. 
Under the heading “Introduction,” first sentence on page 
2, appears the following statement: 

“As stated in the complaint (6), the final decision in 
the Patent Office held that the appellant had failed to 
establish ownership of the mark in question as against 
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Carney, who was held to be the prima facie owner of a 
prior registration.'’ 

This statement would indicate that counsel has failed to 
correetlv read the decision of the First Assistant Commis- 
sioner of Patents, as well as the complaint referred to. The 
First Assistant Commissioner of Patents, in his decision 
of November 25, 1942, most definitely did not decide that 
the appellant had failed to establish ownership of the mark 
in question as against Carney, but stated: 

“So resolving doubts, it is my opinion that appel¬ 
lant has not established ownership as against regis¬ 
trant of the trade-mark herein issued.” (Italics added) 

The First Assistant Commissioner of Patents in his de¬ 
cision referred to the Harrisburg Coal Mining Company as 
the registrant. 

The First Assistant Commissioner of Patents most defi¬ 
nitely did not hold or decide that Carney was the prima 
facie owiier of the registration involved, nor does the com¬ 
plaint make any such allegation. The First Assistant Com¬ 
missioner made the following statement in his opinion: 

“The execution of the assignment was not proved, 
and applicant thus argues that Carney has failed to 
establish his ownership of the registration. For the 
purposes of this proceeding I do not think that is a 
matter of controlling importance. The interference is 
between an application and a registration and the only 
question to be determined is whether or not, in view 
of the registration, the application should be allowed. 
In either event, it makes little difference who owns 
the registration.” 

In the Solicitor’s brief, under the heading of “Argument,” 
page 3, paragraph 2, first sentence, appears the following 
statement: 

“The present action arises out of a trademark inter¬ 
ference in the Patent Office between a registered mark 
owned by Carney and an application by the appellant 
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for registration of substantially the same mark.” 
(Italics added) 

It does seem strange that the Solicitor would make a 
definite statement that the registered mark is owned by 
Carney, in view of the fact that the party whom he repre¬ 
sents found that the execution of the assignment relied upon 
by Carney was not proved; and furthermore, in view of the 
fact that Carney failed to offer into evidence the alleged as¬ 
signments, or any testimony whatsoever, to prove he had 
any right, title or interest in the registration of the Harris¬ 
burg Coal Mining Company in the interference proceeding 
in the Patent Office. 

The Solicitor has cited the case of Coe v. Hobart , 70 App. 
2, as authority for his contention that the Commissioner of 
Patents is not an adverse party in the instant case, and 
states: “This holding obviously applies to trade-mark 
interferences, and the decision just cited therefore appears 
to be controlling here.” The Solicitor would have the Court 
believe that a patent interference, such as was involved in 
the case of Coe v. Hobart, is an identical proceeding with a 
trade-mark interference. But such is not the case, as this 
Court has previously distinguished between patent inter¬ 
ferences and trade-mark interferences. In the case of In re 
Ilcrbst, 32 App. D. C. 565, Mr. Justice Robb, speaking for 
the Court, stated: 

“It will thus be seen that in a trade-mark interfer¬ 
ence proceeding the issue which the Commissioner is 
called upon to determine is not merely one of priority, 
as in a patent interference proceeding, but involves 
any question that might be raised in an ex parte case.” 

This Court reaffirmed the holding in the In re Herbst case 
in the case of Star Brewery Co. v. Val. Blatz Brewing Com¬ 
pany, 36 App. I). C. 534. In the case of Coe v. Hobart, the 
sole issue presented was priority of invention between two 
applicants for a patent. Obviously the Commissioner 
should not have the slightest interest adverse to either ap- 
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plicant where the issue is solely one of priority. In a trade¬ 
mark interference, a different situation is presented, and 
there the Commissioner is called upon to pass upon issues 
which are purely ex parte , although there be two parties to 
the interference. The Solicitor, at the bottom of page 4, 
proceeds with the further statement: 

“The function of the Commissioner in interference 
proceedings is of a judicial nature, and he is no more 
adverse to the losing party than any judge is adverse 
to a party against whom he decides a case.” 

If this be his reason for holding that the Commissioner 
cannot be made a party to a trade-mark interference pro¬ 
ceeding, wherein he may enter a purely ex parte decision, 
then it would follow that he contends the Commissioner of 
Patents cannot be made a party to a suit under R. S. 4915 in 
any eveht. The distinction between the trade-mark inter¬ 
ference and the patent interference seems obvious, although 
the Solicitor has made no distinction between them in his 
brief. 

In the third paragraph on page 5 the Solicitor makes the 
following statement: 

“It remains to be considered whether the unsuccess¬ 
ful party in a trade-mark interference can maintain an 
action under R. S. 4915 against the Commissioner alone. 
In this connection it should be noted that an interfer¬ 
ence is a contest between parties who are claiming 
priority as to the same thing.” 

Again, the Solicitor fails to distinguish a trade-mark in¬ 
terference from a patent interference, and it appears his 
entire argument is predicated upon there being no distinc¬ 
tion between these proceedings notwithstanding the de¬ 
cisions of this Court to the contrary. 

The Solicitor throughout his brief continually refers to 
“Carney’s registration,” and proceeds on the theory that 
Carney is the owner of the Harrisburg Coal Mining Com¬ 
pany registration. The Solicitor apparently is willing to 
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assume that both assignments recorded in the Patent Office 
are conclusive proof of ownership without any proof of 
their authenticity or validity. The statement by the Solic¬ 
itor that Carney is the owner of the Harrisburg Coal Min¬ 
ing Company registration is not understandable in view of 
the decision in the case of City of New York v. American 
Cable Railway Company , 60 Fed. 1016, decided by the Cir¬ 
cuit Court of Appeals for the Second District, wherein the 
court held: 

“The assignment of a patent is not a public docu¬ 
ment, but is merely a private writing. * * * It devolves 
upon the Patent Office merely the clerical duty of re¬ 
cording any instrument which purports to be the as¬ 
signment of a patent. "We are aware of no principle 
which gives to such a record the effect of primary evi¬ 
dence, or of prima facie proof of the execution or the 
genuineness of the original document. To give it such 
effect would enable parties to manufacture evidence 
for themselves. ” 

And further in view of the case of Anacin Company v. TFmi. 
S. Merrell Co., 31 U. S. P. Q. 236, wherein the Commis¬ 
sioner of Patents held that certified abstracts of title of the 
Patent office records are not sufficient to establish owner¬ 
ship of an assigned trade-mark registration. 

The Solicitor, on page 7 of Ills brief, states: 

“Actually, Carney will be very materially injured 
if plaintiffs are granted the relief sought, and the can¬ 
cellation of his mark, through not actually effected, will 
be a foregone conclusion. To allow the appellant to 
maintain this action against the Commissioner alone 
when, under the Eno decision, he could not seek the 
cancellation of the mark in the absence of Carney, 
would be to permit him to do indirectly what he cannot 

do directlv.” 

•> 

It apparently did not occur to the Solicitor that William 
Roy Carney could intervene in the action against the Com¬ 
missioner alone should he make a sufficient showing to the 
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Court that he had any right, title or interest in or to the 
registration of the Harrisburg Coal Mining Company. It 
is submitted that Carney is not the registrant, but merely 
an alleged assignee, twice removed from the registration. 

The Solicitor cites Tomlinson v. Coe , 74 D. C. 364 (123 F. 
2d 64) and attempts to distinguish it from the case at bar 
on the ground that the application for registration was op- ' 
posed by another party who was not a registrant. In the 
instant case Carney is not a registrant, nor is there any¬ 
thing in the record of this case to establish that he has 
any right, title or interest in or to the registration of the 
Harrisburg Coal Mining Company, and therefore is in the 
same position as the opposer in the Tomlinson case. 

On page 10 of the brief the Solicitor states: 

“The appellant urges that the lower court should 
not have dismissed the complaint as* to the Commis¬ 
sioner in the absence of an anwser or motion by him. 

It may be noted that the Commissioner was represented 
at the hearing on Carney’s motion to dismiss, and con¬ 
curred in the dismissal as to himself.” 

The record does not substantiate this statement. It is to 
be noted, however, that when Carney’s motion to dismiss 
was argued, his attorney in his argument informed the 
court that Mr. Reynolds, from the Patent Office, was in the 
court room and he would* like to have the court hear Mr. 
Reynolds in support of Mr. Carney’s motion, whereupon 
1 immediately addressed the court and stated that a motion 
to dismiss or an answer to the complaint had not been filed 
on behalf of the Commissioner of Patents and that an appear¬ 
ance had not been entered for him, and I therefore objected 
to anv argument being made bv Mr. Reynolds. I advised the 
court, however, that because of Mr. Reynolds’ connection 
with the Patent Office I had no objection to the court un¬ 
officially asking Mr. Reynolds questions concerning Patent 
office procedure. Mr. Reynolds then proceeded to argue Mr. 
Carneyl’s motion and particularly addressed his argument 
to the question of a special or general appearance being 
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entered by Mr. Carney. Mr. Reynolds made no representa¬ 
tion to the court that he was proceeding for or on behalf 
of the Commissioner of Patents, and the court was fully 
acquainted ■with his status before the court at that time. 
Mr. Reynolds’ argument in support of Mr. Carney’s mo¬ 
tion, and a reading of the Solicitor’s brief clearly show 
that as a matter of fact the appellee Coe is an adverse party 
to the interest of the appellant. 

It would seem that the Solicitor upon a full consideration 
of the allegations in the Appellant’s complaint, would de¬ 
sire to be a party to the proceeding under R. S. 4915, and 
to have a full hearing thereon, for, if the allegations con¬ 
tained therein be true then the Commissioner of Patents 
has wrongfully denied registration of appellants trade¬ 
mark on the basis of invalid assignments filed in the Pat¬ 
ent Office by the Appellee Carney. 

Respectfully submitted, 

Donald S. Caruthers, 

Attorney for Appellant 
Thorne, Neale & Co., Incorporated. 

Of Counsel: 

E. \Y. Mollohan, Jr., 

- Carl H. Willingham, 

Washington, D. C. 




